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UNITED STATES COURT OF APPEALS 

District of Columbia Circuit 


No. 11,207 


LANOLIN PLUS COSMETICS, INC., Appellant , 

y. 

JOHN A. MARZALL, Commissioner of Patents, 

Appellee 

AND 

BOTANY MILLS, INC., Appellee 


BRIEF FOR APPELLANT 


Jurisdictional Statement 

This is an action brought under the provisions of Section 
9 of the Trade Mark Act of 1905, 33 Stat. 727, c. 592 
(U. S. C. Title 15, Section 89), and Section 4915 of the 
Revised Statutes (U. S. C. Title 35, Section 63) by Lanolin 
Plus Cosmetics, Inc., in which judgment is sought that it is 
entitled to registration of the trade mark Lanolin Plus 
under the Trade Mark Act of 1905. 

Statement of Case 

Appellant filed applications serial Nos. 479,141 and 512,839 
for registration of the trade mark LANOLIN PLUS for 
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cosmetics and soaps, disclaiming the word lanolin. Opposi¬ 
tions were filed against said applications by Botany Mills, 
Inc., and sustained on the ground that LANOLIN PLUS 
was descriptive. 


Statement of Points 

Appellant states that the District Court erred in holding 
LANOLIN PLUS descriptive of cosmetics and soaps and 
refusing registration thereof. 

Statutes Involved 

Section 5 of the Trade Mark Act of 1905 (Act of Feb¬ 
ruary 20, 1905, c. 592, Sec. 5, 33 Stat. 725) U. S. C., Title 
15, Section 85: 

* * * Provided, That no mark which consists * * * 
merely in words or devices which are descriptive of the 
goods with which they are used, or of the character or 
quality of such goods, or merely a geographical name 
or term, shall be registered under the terms of this 
Act * # \ 


Summary of Argument 

Appellant coined LANOLIN PLUS as a new, original 
and unique trade mark. The Patent Office has granted 129 
prior registration of trade marks which comprise a generic 
word in combination with the word PLUS. Appellant has 
been granted registration of LANOLIN PLUS in every 
State in the Union. 

Neither appellee nor anyone else would be damaged by 
the granting of appellant’s registration of LANOLIN 
PLUS. Under the prior decisions, appellant is entitled to 
registration of LANOLIN PLUS as a suggestive, but not 
descriptive, trade mark. 
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ARGUMENT 

Appellant Coined Lanolin Plus as a New, Original, 

Unique Term 

No one before appellant used the term LANOLIN PLUS. 
It was not a common descriptive expression in the trade. 
Appellant coined LANOLIN PLUS as an unusual combi¬ 
nation. 

The mark requires some exercise of the imagination to 
connect it with the goods on which it is used. Its primary 
function is to indicate appellant'as the source of origin 
of the products. It does not impart direct information de¬ 
scribing the goods, but leaves considerable pause and re¬ 
flection because of its unusual form to the purchasing public. 

LANOLIN PLUS has attracted attention and has incited 
sales by its unusual approach. Appellant’s LANOLIN 
PLUS cosmetics and soaps are sold nationally, in prac¬ 
tically every department and drug store in the country, in¬ 
cluding Washington, D. C. Sales of such LANOLIN PLUS 
products have exceeded one million dollars. 

LANOLIN PLUS is well known to the trade, to com¬ 
petitors and the purchasing public. Repeat buyers call 
for LANOLIN PLUS by name when restocking their sup¬ 
plies. It is recognized as being original and distinctive 
and as referring solely to appellant. 

Appellant’s LANOLIN PLUS is unique, fanciful and calls 
for an exercise of the imagination. It is a clever play on 
words designed to appeal to feminine fancy. 

The 129 Trade Marks On Generic Words with Plus Granted 

by the Patent Office Cannot be Distinguished in Principle 

from Plaintiff’s Lanolin Plus 

It has long been the policy of the Patent Office to grant 
registrations on PLUS marks. 
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Copies of 129 registrations of generic words in combi¬ 
nation with pins are in evidence in this case. For years the 
Patent Office has uniformly granted registrations of such 
combinations as STYLE PLUS, VITAMINS PLUS, 
SWEET PLUS, POWER PLUS, MILEAGE PLUS and 
the like. All of these registrations were under the Act of 
1905 except Exhibit 24—page 129—which is a registration 
of H PLUS, under the Principal Register of the Act of 
1946. 

The Court is respectfully requested to examine these reg¬ 
istrations, which show the generic word Milk in MILK 
PLUS for milk products, the generic word Vitamins in 
VITAMINS PLUS, the generic word Cocoa in COCOA- 
PLUS, the generic word Aspirin in ASPIRIN PLUS, and 
so on. 

How can any one argue that there is any difference in 
principle between LANOLIN PLUS and OIL PLUS for oil, 
SWEET PLUS for sweets and SILK PLUS for silk! 

It is absurd to say that the Patent Office made 129 suc¬ 
cessive and consistent mistakes. When PLUS marks are 
allowed over a hundred times for a period of fifty years, 
how can any one argue that this trend, this policy is an iso¬ 
lated error? The truth is that such PLUS marks are not 
merely descriptive but are registrable. There is not one 
single decision prior to this case holding any PLUS regis¬ 
tration invalid. For over fifty years the Patent Office has 
not cancelled a single PLUS registration. On the contrary, 
it has allowed all of them, except the LANOLIN PLUS of 
plaintiff. 

This clearly shows discrimination against appellant. Out 
of 130 applications for registration of trade marks of this 
kind, 129 have been allowed and only appellant has been de¬ 
nied registration. 

It is a well established rule of law that the action of an 
administrative officer or tribunal may be reversed by the 
Courts where such action is shown to be either arbitrary or 





discriminatory. All persons are entitled to equal treatment 
before the law, and this principle applies equally well to 
the Commissioner of Patents. 

Appellant has appealed to this Court as a court of equity 
to grant relief against the action taken by the Commis¬ 
sioner. It is believed that the record established a clear 
and firm basis for the granting of equitable relief in the 
form of an order requiring the Commissioner of Patents to 
grant appellant’s trade mark equal protection under the 
law with that which has previously been granted to all 
similar trade marks. 

Appellant Has Been Granted Registration of Lanolin Pins 
In Every State In the Union 

Appellant further points out that its trade mark LANO¬ 
LIN PLUS has been registered in every one of the 48 
states of the United States. This shows that LANOLIN 
PLUS is recognized in every state in the country as a good, 
valid and registrable trade mark. 

In the case of Younghusband v. Coe. 49 F. Supp. 79, 
Judge Luhring granted a design patent to the plaintiff in 
an action under Section 4915. In doing so, the Court noted: 

“Furthermore, it appears that design patents have 
been issued to the complainant by the patent offices of 
Great Britain and Canada for the identical design 
here in issue.” ' 

If the granting of foreign patents on a design is material 
in a patent case, appellant submits that the granting of state 
registrations is likewise material in a trade mark case. It is 
submitted that the granting of registrations of LANOLIN 
PLUS as a trade mark in every state in the union is strong 
evidence that it is a good and valid trade mark which should 
also be granted registration by the Patent Office. 
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Neither Botany Mills, Inc., Nor Anyone Else Has Amy 

Rights Which Would be Affected by Appellant’s Regis¬ 
tration of Its Trade Mark 

Appellee, Botany Mills, Inc., has admitted that it owns 
no trade mark rights in the word lanolin, that all of its 
goods were sold and recognized under the trade mark 
BOTANY, and that no purchaser would think of any prod¬ 
uct as appellee’s unless it bore the trade mark BOTANY. 

It is therefore clear that said appellee cannot be dam¬ 
aged by actual or probable confusion in trade. Likewise, 
appellee cannot be prevented from use of the world lanolin, 
since the exclusive use of this word has been specifically dis¬ 
claimed by appellant. 

Therefore, the only damage which can conceivably result 
to appellee from appellant’s registration is that it will not 
be free to use appellant’s trade mark LANOLIN PLUS. It 
never used either the word PLUS or the trade mark LANO¬ 
LIN PLUS prior to the filing of the opposition herein. Ap¬ 
pellees contention that appellants trade mark LANOLIN 
PLUS describes appellee’s goods is refuted by its own evi¬ 
dence. Appellee claims to have a complete line of lanolin 
products, with large scale advertising and descriptive fold¬ 
ers, and yet not once in all of its advertising has appellee 
ever used the words PLUS or LANOLIN PLUS. 

In the case of Duplex Co. v. American Can Co., 38 USPQ 
34, the Commissioner of Patents held the trade mark KEG- 
LINED not descriptive of lined metal containers, saying 
that registration of the mark “does not seem to me to con¬ 
stitute any restriction upon the normal activities of others 
in the field. ’ ’ The evidence in this case shows that the regis¬ 
tration of LANOLIN PLUS would not restrict appellee’s 
normal activities, since appellee has never used PLUS or 
LANOLIN PLUS. 

It appears that appellee regrets that it did not create the 
trade mark LANOLIN PLUS, and is making a belated ef¬ 
fort to prevent appellant from obtaining its registration. 
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Appellant is at a loss to see why else the opposition herein 
has been filed. Appellee has admitted that it has never 
used PLUS or LANOLIN PLUS to describe soap or cos¬ 
metics. Appellee is therefore not trying to protect itself 
in the use of its trade mark or in the use of the descriptive 
word lanolin, but is attacking appellant and seeking to pre¬ 
vent appellant’s registration of its trade mark. 

None of appellee’s rights will be affected by the granting 
of the registrations sought. 

Appellee Has Not Proved That Lanolin Plus is Descriptive 

of Cosmetics or Soaps 

Appellee has failed to produce any evidence that LANO¬ 
LIN PLUS is descriptive of soap or cosmetics. Even ap¬ 
pellee’s purported “expert witness” in the English lan¬ 
guage (who was not an expert on trade marks or cosmetics) 
could only contrive the possibility that the words might de¬ 
scribe lanolin. But he did not and could not testify that they 
describe cosmetics. In fact, he testified that “I can not see 
any other possible meaning” than describing lanolin. 

Appellee’s expert witness then testified that to him 
LANOLIN PLUS was “the name of a product”. On re¬ 
direct examination, he testified as follows (Williamson Q. 
45): 

‘ ‘ Q. 45. To you, as an expert on the meaning of words, 
Professor, what does the expression ‘lanolin plus’ look 
and sound like ? 

A. An advertisement, the name of a product.” 

The Authorities Sustain Appellant’s Position that Lanolin 
Plus is at Most Suggestive Rather than Descriptive and 
is Registrable 

FEATHER-LIGHT for face powder was held highly 
suggestive but not descriptive in Charles of the Ritz v. Eliz¬ 
abeth Arden , 161 Fed. 2nd 234, because of the combination 
of the words. MEDICOPEDIC was considered a non-de- 
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scriptive combination for shoes by the Court in Scholl v. 
Schiff, 158 Fed. 2nd 101. HOLEPROOF for hosiery was 
called “boastful and fanciful” but not descriptive in Hole¬ 
proof Hosiery Co. v. Wallach Bros., 172 Fed. 859. 

ONE MINUTE for washing machines required “some 
exercise of fancy to get at the meaning” and was therefore 
held “unique—and a valid trade mark in In re One Minute 
Washer Co., 37 USPQ 203. FREE-S WING was deemed 
an expression “not normally used in describing either gar¬ 
ters or suspenders” and therefore a good trade mark in 
Ex parte A. Stein & Co., 497 OG 785. 

FLOATING POWER was held merely suggestive for en¬ 
gine mountings in Chrysler v. Trott, 29 USPQ 363. WET- 
ORDRY was “sufficiently incongruous and arbitrary to 
function as a trade mark” in Ex parte Minnesota Co., 56 
USPQ 331. ZINCGRIP “creates an arbitrary and fanciful 
impression recognized as having trade mark significance” 
in American Co. v. Hudson, 54 USPQ 336. 

The Courts have for years sustained suggestive marks. 
If IDEAL for brushes and IDEAL for fountain pens is not 
descriptive, certainly LANOLIN PLUS for cosmetics is 
not merely descriptive. 

In Hughes v. Alfred H. Smith, 209 Fed. 37, the C.C.A.2 
affirmed a lower Court’s decision that IDEAL was a valid 
trade mark for brushes and not descriptive. In Lewis 
Waterman v. Shipman, 130 N.Y. 301, IDEAL for fountain 
pens was held valid. 

Such trade puffing words as CHAMPION for flour, 
CHAMPION for cigars have been held not descriptive in 
Atlantic Milling Co. v. Robinson, 20 Fed. 217 and Hemme- 
ter v. Congress Cigar Co., 118 Fed. 2d 64. EXCEL for wood 
products was sustained in Morris v. Excel Co., 53 York 65. 
GOLD MEDAL was held to merely a laudatory phrase and 
not descriptive, and therefore a valid trade mark in France 
Milling Co. v Washburn Crosby Co., 7 Fed. 2d 304 affirming 
3 Fed. 2d 321. 
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Trade marks containing the words Master like TOAST¬ 
MASTER, a famous trade mark have long been granted 
registration. SLEEPMASTER for mattresses was just 
recently sustained as a valid and non-descriptive trade mark 
in the Patent Office in Sleepmaster Co. v. Cuverod Co. 89 
USPQ 281. The Commissioner of Patents said, “The word 
Master is in no sense descriptive of the goods”. If Master 
is not descriptive for mattresses, then Plus is not descrip¬ 
tive for cosmetics. 

In Lanolin Plus the Plus is not hypenated to modify Lano¬ 
lin. Its meaning, if any, is vague and left to the fancy and 
imagination. If Plus modifies Lanolin, it is no more than 
the same trade puffing that goes into IDEAL for Water¬ 
man’s fountain pens. It is no more descriptive than 
TOASTMASTER or CHAMPION cigars or EXCEL wood 
or GOLD MEDAL flour, or MILK PLUS for milk, SILK 
PLUS for silk, OIL PLUS for oil, VITAMINS PLUS for 
vitamins and so on. 

It is respectfully submitted that in view of the authorities 
and the 129 PLUS registrations issued by the Patent Office 
that this Court should order the granting of registration of 
LANOLIN PLUS. 


CONCLUSION 

Appellant was the first to use LANOLIN PLUS. It had 
not been used in the cosmetics field by any one else and is 
not now used by the trade. That is because it is not de¬ 
scriptive of cosmetics. LANOLIN PLUS indicates only 
appellant’s products. Since LANOLIN has been disclaimed 
by appellant, the trade may continue to use LANOLIN. 
The trade does not use, and does not want to use appellant’s 
trade mark LANOLIN PLUS, and would not be damaged 
if appellant obtains registration of LANOLIN PLUS. All 
48 States have granted appellant registration of LANOLIN 
PLUS. The Patent Office has granted 129 registrations of 
marks containing a generic word and PLUS. There should 
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be no discrimination against granting registration of 
LANOLIN PLUS to appellant. It is respectfully submitted 
that this appeal should be sustained. 

Respectfully submitted, 

. James R. McKnight, 

Robert C. Comstock, 

Attorneys for Appellant. 
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1 Filed July 6, 1948. Harry M. Hull, Clerk. 

«•••••••• 

Complaint Under Revised Statute 4915 to Order 
Registration of a Trade Mark 

1. This is a suit under Section 4915 of the Revised Stat¬ 
utes of the United States (U.S.C. Title 35 Section 63.). 

2. Plaintiff, Lanolin Plus Cosmetics, Inc., is a corporation 
organized and existing under and by virtue of the laws of 
the state of Illinois, and is a citizen, resident and inhabitant 
of Chicago, Illinois, where it has its principal place of busi¬ 
ness ; the defendant Lawrence C. Kingsland is the Commis¬ 
sioner of Patents of the United States and resides at Wash¬ 
ington in the District of Columbia and is served in his ca¬ 
pacity as such Commissioner of Patents, because without 
warrant of law and in violation of plaintiff’s legal rights, he 
has denied registration of the trade mark LANOLIN PLUS 
to plaintiff; the defendant Botany Mills, Inc. is a corpora¬ 
tion organized and existing under and by virtue of the laws 
of the State of New Jersey, and is a citizen, resident and in¬ 
habitant of Passaic, New Jersey, where it has its principal 
place of business. 

3. Defendant, Lawrence C. Kingsland, as Commissioner 

of Patents denied registration of LANOLIN PLUS 

2 to plaintiff in opposition 24,963 in the United States 
Patent Office on the sole ground that the mark was de¬ 
scriptive, and is therefore under the authorities including 
Drocket v. Chamberlain, 81 Fed (2nd) 866, a necessary party 
to this suit; defendant Botany Mills, Inc. was the opposer 
in opposition 24,963 against Lanolin Plus Cosmetic, Inc. 
in the United States Patent Office in which the Commissioner 
of Patents denied plaintiff’s registration of the trade mark 
LANOLIN PLUS on the ground that it was descriptive, and 
is therefore sued in this jurisdiction under the authorities 
including Century Co. v. Continental Co., 106 Fed (2nd), 
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486 as an adverse party who may be joined in this snit in 
this district under 35 U.S.C. 72 a. 

4. On January 29, 1945, Jesse Luther Peacock, plain¬ 
tiff’s predecessor, and now president of plaintiff corpora¬ 
tion, filed in the United States Patent Office an application 
Serial No. 479,141 to register the trade mark LANOLIN 
PLUS for cosmetics such as face cream, hand cream, cleans¬ 
ing cream, facial make up and shampoo. 

5. After due examination of said application under the 
Act of 1905, and after said Peacock had filed a disclaimer 
of the word LANOLIN alone, the Patent Office passed said 
mark to publication in the Official Gazette on January 8, 
1946. 

6. During the publication period and on February 6, 
1946, opposition 24,963 was filed by Botany Worsted Mills 
(now by change of name Botany Mills, Inc., one of the de¬ 
fendants in this case) alleging that the mark LANOLIN 
PLUS should be rejected as descriptive, and that because 
said mark was descriptive, a registration of said mark 
would damage said opposer. 

7. The Examiner of Interferences on July 28, 1947 sus¬ 
tained the opposition and held the trade mark LANOLIN 

PLUS descriptive and not entitled to registration. 

3 8. Plaintiff Lanolin Plus Cosmetics, Inc. then be¬ 

came the successor of Jesse Luther Peacock and the 
asignee of the trade mark LANOLIN PLUS and the appli¬ 
cation for registration therefor, and was substituted on Au¬ 
gust 16,1946 as the applicant in opposition 24,963. 

9. Plaintiff duly appealed to the Commissioner of Pat¬ 
ents and on March 16,1948 the Commissioner of Patents af¬ 
firmed the Examiner of Interferences and held that Lanolin 
Plus was descriptive and that plaintiff was not entitled 
to registration. 
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10. Plaintiff alleges that opposition 24,963 should have 
been dismissed on the ground that Botany Mills, Inc. would 
not be damaged by plaintiff’s registration of LANOLIN 
PLUS. 

11. Plaintiff alleges that opposition 24,963 should have 
been dismissed on the ground that Botany Mills, Inc. had 
no prior use of LANOLIN PLUS. 

12. Plaintiff alleges that opposition 24,963 should have 
been dismissed on the ground that LANOLIN PLUS is not 
descriptive of cosmetics, the goods on which said trade 
mark is used by plaintiff, and because LANOLIN PLUS is 
not now and has never been in common use in the trade, or 
known by the public to describe any particular product, 
and is on the other hand a fanciful, arbitrary, distinctive, 
different and unusual trade mark created by plaintiff’s pre¬ 
decessor and first and exclusively used by plaintiff and its 
predecessor on cosmetics, and as such is entitled to regis¬ 
tration under the Act of 1905. 

13. The expert witness of Botany Mills, Inc. admitted 
in his testimony used in opposition 24,963 that LANOLIN 
PLUS sounded like the name of a product, and therefore 
admitted that the mark was not descriptive. 

14. The issue of plaintiff’s registration of LANOLIN 
PLUS by the United States Patent Office would not 

4 restrict Botany Mills, Inc., or any other competitor 
from their normal or previous activities in the trade; 
neither Botany Mills, Inc., nor any of plaintiff’s competi¬ 
tors have ever used LANOLIN PLUS in the past so that 
they will not be damaged by the continuance of such non¬ 
use ; Botany Mills, Inc. is not protecting itself by prevent¬ 
ing plaintiff’s registration of LANOLIN PLUS, but is 
merely attacking and damaging plaintiff in this regard. 

15. Plaintiff has so extensively advertised and sold cos¬ 
metics under the trade mark LANOLIN PLUS that it has 
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come to be recognized by the trade and the purchasing pub¬ 
lic as distinctive and original and as indicating only the 
products of plaintiff. 

16. The trade has acquiesced in plaintiff’s exclusive 
rights to the trade mark LANOLIN PLUS as used on and 
in connection with cosmetics. 

17. Plaintiff’s extensive use and advertising of cosmetics 
under the trade mark LANOLIN PLUS has created a val¬ 
uable property right deserving of the protection afforded 
by registration in the United States Patent Office, and plain¬ 
tiff will suffer irreparable injury, loss and damage unless 
this Court orders and directs the Commissioner of Patents 
to issue registration of said trade mark LANOLIN PLUS 
on its application Serial No. 479,141, thereby reversing the 
decision of the Commissioner of Patents in opposition 24,963. 

Wherefore plaintiff requests: 

1. That summons be issued out of this Court directed to 
each of the defendants, requiring each of them to appear in 
this cause and answer this complaint. 

2. That a writ of certiorari be issued by this Court di¬ 
rected to the Commissioner of Patents and commanding him 
to return and certify to this Court on a day and at a time 
certain, a full and complete transcript of all proceedings 

had in opposition 24,963 entitled Botany Worsted 
5 Mills (by change of name Botany Mills, Inc.) vs. 

Jesse Luther Peacock (Lanolin Plus Cosmetics, Inc., 
assignee, substituted) and the file in application for regis¬ 
tration of the trade mark LANOLIN PLUS Serial No. 
479,141. 

3. That an order be issued by the Court directed to the 
Commissioner of Patents, and his subordinates and succes¬ 
sors in office, requiring him to issue a certificate of registra¬ 
tion of the trade mark LANOLIN PLUS for cosmetics to 



plaintiff, Lanolin Plus Cosmetics, Inc. on application Serial 
No. 479,141. 

4. That the complaint herein be sustained and the de¬ 
cision of the Co mmi ssioner of Patents of March 16, 1948 
sustaining opposition 24,963 entitled Botany Worsted Mills 
(by change of name Botany Mills, Inc.) vs. Jesse Luther 
Peacock (Lanolin Plus Cosmetics, Inc., assignee, substi¬ 
tuted) be reversed. 

5. That plaintiff may have such other and further relief 

as this Court may see fit. 

# 

Lanolin Plus Cosmetics, Inc., by (s) Jesse Luther 
Peacock, President. 

• •••••••• 

7 Filed Jan. 7, 1950. Harry M. Hull, Clerk. 

Answer of Commissioner of Patents to the Complaint 

To the Honorable the Judges of the United States District 
Court for the District of Columbia. 

1. The defendant, John A. Marzall, Commissioner of 
Patents, admits the allegation of paragraph 1. 

2. He admits the allegations of paragraph 2 as to the 
Lanolin Plus Cosmetics, Inc. and as to the Botany Mills, 
Inc. He denies the remaining allegations of paragraph 2. 

3. He admits that Lawrence C. Kingsland as Commis¬ 
sioner of Patents denied registration of LANOLIN PLUS 
to the plaintiff. He states that such denial was made not 

only on the ground of descriptiveness but also on 

8 the ground of damage to Botany Mills, Inc. He de¬ 
nies that the Commissioner of Patents is a necessary 

party to this proceeding. He admits that Botany Mills, Inc. 
was the opposer in Opposition No. 24,963. He denies that 
Botany Mills, Inc. can properly be sued in this Court on 
the basis of 35 U.S.C. 72a. 
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4, 5, 6, 7, 8, 9. He admits the allegations of paragraphs 
4 to 9, inclnsive. 

10,11,12,13,14, 15, 16,17. He denies the allegations of 
paragraphs 10 to 17, inclusive. 

FURTHER ANSWERING, the defendant, John A. Mar- 
zall, Commissioner of Patents, states that the registration 
of the mark LANOLIN PLUS was properly refused to the 
plaintiff for the reasons that the said mark is descriptive of 
the goods on which it is used and that its registration to 
the plaintiff would damage the opposer, Botany Mills, Inc.; 
and for the reasons set forth in the decisions of the Ex¬ 
aminer of Interferences and of the Assistant Commissioner 
of Patents in Opposition No. 24,963. Profert of copies of 
the said decisions is hereby made. 

(s) E. L. Reynolds, Solicitor, U. S. Patent Office, 
Attorney for Defendant, John A. Marzall, Com¬ 
missioner of Patents. 

January 6,1950 

10 Filed Jan. 24,1950. Harry M. Hull, Clerk. 

• •••••••• 

Answer of Defendant Botany Mills, Inc. 

Defendant, BOTANY MILLS, INC., by its attorneys, 
Davies, Richberg, Beebe, Busick & Richardson, for its an¬ 
swer to the complaint, alleges: 

1. Admits the allegations of paragraph 1 of the com¬ 
plaint. 

2. Denies the allegations of paragraph 2 of the complaint 
to the effect that the denial of plaintiff’s trade-marke regis¬ 
tration was without warrant of law and in violation of 
plaintiff’s legal rights; but admits the remaining allega¬ 
tions of paragraph 2. 
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3. Admits the allegations of paragraphs 3, 4, 5, 6, 7, 8 
and 9 of the the complaint. 

4. Denies the allegations of paragraphs 10,11,12,13,14, 
15,16, and 17 of the complaint 

WHEREFORE, defendant, BOTANY MILLS, INC., de¬ 
mands judgment dismissing this action with costs and dis¬ 
bursements, together with such other, further and different 
relief as may be just. 

Davies, Richberg, Beebe, Busick & Richardson, by 
(s) Raymond C. Cushwa, Attorneys for Defendant 
BOTANY MILLS, INC., 815 Fifteenth Street, 
N.W., Washington 5, D. C. 

• •••••••• 

12 Filed Jan. 15,1951. Harry M. Hull, Clerk. 

• •••••••• 

Supplemental Complaint 

18. Plaintiff Lanolin Plus Cosmetics, Inc. filed applica¬ 
tion, Serial No. 512,839 on November 19,1946 in the United 
States Patent Office to register the trade mark Lanolin 
Plus for toilet soap and laundry soap. 

19. After due examination of said application under the 
Act of 1905, and after plaintiff had filed a disclaimer of the 
word LANOLIN alone, the Patent Office passed said mark 
to publication in the Official Gazette of October 7,1947. 

20. During the publication period and on November 4, 
1947 opposition No. 26,917 was filed by Botany Mills, Inc., 
(one of the defendants in this case) alleging that the trade 
mark LANOLIN PLUS should be rejected as descriptive 
and therefore damaging to the opposer. 

21. In its answer to said opposition No. 26,917, Lanolin 
Plus Cosmetics, Inc. filed a counterclaim to cancel registra- 
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tion No. 390,858 for the trade mark BOTANY of Botany- 
Mills, Inc. for soap on the ground that it was descriptive and 
therefore damaging to the counterclaimant. 

22. The Examiner of Interferences on March 15, 1950 
sustained the opposition, held the trade mark LANOLIN 
PLUS descriptive of soap and not entitled to registration, 
and dismissed the counterclaim. 

23. Upon appeal the Commissioner of Patents on Octo¬ 
ber 26,1950 affirmed the decision of the Examiner of Inter¬ 
ferences in said opposition. 

13 24. Plaintiff alleges that opposition 26,917 should 

have been dismissed on the ground that Botany Mills, 
Inc. would not be damaged by plaintiff’s registration of 
LANOLIN PLUS. 

25. Plaintiff alleges that opposition 26,917 should have 
been dismissed on the ground that Botany Mills, Inc. had 
no prior use of LANOLIN PLUS. 

26. Plaintiff alleges that opposition 26,917 should have 
been dismissed on the ground that LANOLIN PLUS is not 
descriptive of soap, the goods on which said trade mark is 
used by plaintiff, and because LANOLIN PLUS is not now 
and has never been in common use in the trade, or known 
by the public to describe any particular product, and is on 
the other hand a fanciful, arbitrary, distinctive, different 
and unusual trade mark created by plaintiff’s predecessor 
and first and exclusively used by plaintiff and its predeces¬ 
sor on soap, and as such is entitled to registration under 
the Act of 1905. 

27. The expert witness of Botany Mills, Inc. admitted in 
his testimony used in opposition 26,917 that LANOLIN 
PLUS sounded like the name of a product, and therefore 
admitted that the mark was not descriptive. 

28. The issue of plaintiff’s registration of LANOLIN 
PLUS by the United States Patent Office would not restrict 
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Botany Mills, Inc., or any other competitor from their nor¬ 
mal or previous activities in the trade; neither Botany 
Mills, Inc., nor any of plaintiff’s competitors have ever nsed 
LANOLIN PLUS in the past so that they will not be dam¬ 
aged by the continuance of such nonuse; Botany Mills, Inc. 
is not protecting itself by preventing plaintiff’s registra¬ 
tion of LANOLIN PLUS, but is merely attacking and dam¬ 
aging plaintiff in this regard. 

29. Plaintiff has so extensively advertised and sold soap 
under the trade mark LANOLIN PLUS that it has 

14 come to be recognized by the trade and the purchas¬ 
ing public as distinctive and original and as indicat¬ 
ing only the products of plaintiff. 

30. The trade has acquiesced in plaintiff’s exclusive rights 
to the trade mark LANOLIN PLUS as used on and in con¬ 
nection with soap. 

31. Plaintiff’s extensive use and advertising of soap under 
the trade mark LAN O LIN PLUS has created a valuable 
property right deserving of the protection afforded by 
registration in the United States Patent Office, and plaintiff 
will suffer irreparable injury, loss and damage unless this 
Court orders and directs the Commissioner of Patents to 
issue registration of said Jrade mark LANOLIN PLUS on 
its application Serial No. 512,839, thereby reversing the 
decision of the Commissioner of Patents in opposition 
26,917. 

32. Plaintiff alleges that its counterclaim in opposition 
26,917 to cancel registration 390,858 for the trade mark 
BOTANY of defendant Botany Mills, Inc. for soap on the 
ground that it is descriptive and therefore damaging to 
plaintiff should be sustained. 

Wherefore plaintiff requests: 

1. That defendants answer or otherwise plead to this sup¬ 
plemental complaint within 20 days after the Court has 
given leave for filing the same. 
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2. That a writ of certiorari be issued by this Court di¬ 
rected to the Commissioner of Patents and commanding 
him to return and certify to this Court on a day and at a 
time certain, a full and complete transcript of all proceed¬ 
ings had in opposition 26,917 entitled Botany Mills, Inc. v. 
Lanolin Plus Cosmetics, Inc. and the file in application for 
registration of the trade mark LANOLIN PLUS Serial No. 
512,839. 

3. That an order be issued by the Court directed to the 
Co mmi ssioner of Patents, and his subordinates and suc¬ 
cessors in office, requiring him to issue a certificate 

15 of registration of the trade mark LANOLIN PLUS 
for soap to plaintiff, Lanolin Plus Cosmetics, Inc. on 
application Serial No. 512,839. 

4. That the complaint herein be sustained and the de¬ 
cision of the Commissioner of Patents of October 26, 1950 
sustaining opposition 26, 917 entitled Botany Mills, Inc. v. 
Lanolin Plus Cosmetics, Inc. be reversed. 

5. That plaintiff may have such other and further relief 
as this Court may see fit. 

Lanolin Plus Cosmetics, Inc., by (s) Jesse Luther 
Peacock, President. 

• •••••••• 

17 Filed Jan. 19,1951. Harry M. Hull, Clerk. 

• •••••••• 

Answer of the Commissioner of Patents to the Supplemental 

Complaint 

To the Honorable the Judges of the United States District 
Court for the District of Columbia 

18, 19, 20, 21, 22, 23. The defendant, John A. Marzall, 
Commissioner of Patents, admits the allegations of para¬ 
graphs 18 to 23, inclusive, of the complaint. 
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24, 25, 26, 27. He denies the allegations of paragraphs 
24, 25, 26, and 27. 

28. He is not informed, except by the complaint, as to the 
use of “LANOLIN PLUS’’ by any of the plaintiff’s 

18 competitors. He denies the remaining allegations of 
paragraph 28. 

29, 30, 31, 32. He denies the allegations of paragraphs 
29 to 32, inclusive. 

FURTHER ANSWERING, defendant, John A. Marzall, 
Commissioner of Patents, states that plaintiff is not entitled 
to the registration sought for the reason given in the decis¬ 
ions of the Examin er of Interferences and of the Assistant 
Commissioner in Opposition No. 26,917. Profert of copies 
of the said decisions is hereby made. 

Respectfully submitted, 

(s) E. L. Reynolds, Solicitor, United States Patent 
Office, Attorney for Defendant, John A. Marzall, 
Commissioner of Patents. 

• •••••••• 

19 Filed Feb. 2,1951. Harry M. Hull, Clerk. 

• •••••••• 

Answer of Defendant Botany Mills, Inc. to the 
Supplemental Complaint 

Defendant, BOTANY MILLS, INC., by its attorneys 
Davies, Richberg, Beebe, Landa & Richardson, for its an¬ 
swer to the Supplemental Complaint alleges: 

1. Admits the allegations of paragraphs 18,19, 20, 21, 22, 
and 23 of the Supplemental Complaint 

2. Denies the allegations of paragraphs 24, 25, 26, and 
27 of the Supplemental Complaint. 
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3. Answering paragraph 28 of the Supplemental Com¬ 
plaint, defendant admits the allegation that it has never 
used the expression LANOLIN PLUS, bnt defendant de¬ 
nies all of the remaining allegations. 

4. Denies the allegations of paragraphs 29, 30, 31, and 32 
of the Supplemental Complaint. 

WHEREFORE, defendant, BOTANY MILLS, INC., de¬ 
mands judgment dismissing this action with costs and dis¬ 
bursements, together with such other, further and 

20 different relief as may be just. 

Davies, Richberg, Beebe, Landa & Richardson, 
by (s) Raymond C. Cushwa, Attorneys for Defend- 
• ant, BOTANY MILLS, INC., 815 Fifteenth Street, 
N.W., Washington 5, D. C. 

• *• •••••• 

21 Filed May 29,1951. Harry M. Hull, Clerk. 

• «••••••• 

Opinion of District Court 

The sole question in this case is whether the words “Lano¬ 
lin Plus ’’ are descriptive. I think that they are clearly de¬ 
scriptive and, therefore, not entitled to registration as a 
trade mark. 

The plaintiff cites certain trade marks which have been 
registered such as “One Minute’’ for washers, “Wetordy” 
for tape, “Zincgrip” for zinc covered steel, “Vitamin Plus”, 
“Power Plus”, and others. While these instances are en¬ 
titled to weight as the opinion of experts in the Patent Office, 
they cannot overcome the language of the statute. I am sat¬ 
isfied that the phrase “Lanolin Plus” as applied to soaps 
is clearly descriptive. 

I agree with the action of the Patent Office and the suit 
will be dismissed. 


(s) Jennings Bailey, Judge. 
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22 Filed June 22,1951. Harry M. Hull, Clerk. 

• •••••••• 

This case came on for trial, and the Court having heard 
the evidence, finds the facts and states the conclusions of 
law as follows: 

Findings of Fact 

1. This is an action under Section 4915 of the Revised 
Statutes of the United States (U.S.C., Title 35, Section 63) 
in which plaintiff, an Illinois corporation, seeks an order 
of this Court that the United States Patent Office grant reg¬ 
istration of the trade mark Lanolin Plus to plaintiff for cos¬ 
metics on application Serial No. 479,141, filed January 29, 
1945 and for soap on application Serial No. 512,859 filed 
November 19, 1946 under the Act of 1905, which applica¬ 
tions were opposed by Botany Mills, Inc. on the ground that 
Lanolin Plus was descriptive of cosmetics and soap and 
which oppositions Nos. 24,903 and 26,917 were sustained 
by the Examiner of Interferences and the Commissioner of 
Patents. 

2. In opposition No. 26,917, a counterclaim filed by plain¬ 
tiff in the Patent Office claiming the trade mark Botany for 
soap was descriptive or misdescriptive and requesting the 
cancellation of registration No. 390,858 issued October 7, 
1941 therefor was denied by the Examiner of Interferences 
and the Commissioner of Patents. 

3. Lanolin Plus for cosmetics and for soap is clearly de¬ 
scriptive. 

4. The plaintiff cites certain trade marks which have 

23 been registered such as “One-Minute ’’ for washers, 
“Wetardy” for tape, “Zincgrip” for zinc covered 

steel, “Vitamins Plus”, “Power Plus” and others. While 
these instances are entitled to weight as the opinion of ex¬ 
perts in the Patent Office, they cannot overcome the lan- 
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guage of the statute. I am satisfied that the phrase “Lano¬ 
lin Plus ’ ’ as applied to soaps is clearly descriptive. 

5. Botany for soap is not descriptive or misdescriptive. 

Conclusions of Law 

6. The Court has jurisdiction of the subject matter of 
this action and over the parties hereto. 

7. Since Lanolin Plus is descriptive of cosmetics and 
soap, plaintiff is not entitled to registration under the Act 
of 1905 on the applications referred to in paragraph 1 of 
the findings of fact herein. 

8. The registration of Botany for soaps No. 390,858 is 
valid under the Act of 1905. 

9. The complaint must be dismissed. 

(s) Jennings Bailey, United States District Judge. 

24 Filed June 26,1951. Harry M. Hull, Clerk. 

• •••••••• 


Judgment 

This cause having come on for trial at this term before 
the Honorable Je nnin gs Bailey, sitting without a jury, and 
the parties having duly appeared by their respective attor¬ 
neys, and allegations and proofs of the parties having been 
heard, and due deliberation having been had, and the Court 
having duly made and filed on the 22nd day of June, 1951, 
its findings of fact and conclusions of law herein, and di¬ 
recting judgment in favor of the defendants, dismissing 
the complaint on the merits; it is therefore, this 26th day 
of June, 1951, 

ORDERED, ADJUDGED AND DECREED, as follows: 

(1) That the plaintiff’s complaint be and the same is 
hereby dismissed on the merits. 
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(2) That the defendants have and recover their costs 
against the plaintiff. 


Jennings Bailey, Judge. 


• •••••••• 


1 EXCERPTS FROM DEPOSITIONS OF JESSE 

LUTHER PEACOCK 


Filed April 30,1951. Harry M. Hull, Clerk. 

The deposition of JESSE LUTHER PEACOCK, taken 
on Friday, April 27,1951, beginning at 10:00 a. m., Chicago, 
Time, at the offices of McKnight and Comstock, Room 3832, 
One North LaSalle Street, Chicago, Illinois, before A. M. 
Rothbart, a Notary Public in and for said County, 


Q. Will you please state your name? A. Jesse Luther 
Peacock. 

Q. What is your business address? A. 30 West Hubbard 
street, Chicago, Illinois. - 

Q. What is your relationship with Lanolin Plus Cosmet¬ 
ics, Inc. ? A. President and General Manager. 

• •••••••• 

3 Q. What trademark does Lanolin Plus Cosmetics, 

Inc. use on its cosmetics and soaps? A. The trade¬ 
mark LANOLIN PLUS. 


• •••••••• 

4 Q. Now, to what kind of outlets does the plaintiff 

sell its cosmetics and soaps? A. Department stores, 
drug stores, chain drug stores. 

Q. Will you please name some prominent stores or cus¬ 
tomers that purchase Lanolin Plus Cosmetics soaps and 
resell them to the purchasing public? A. Marshall Field 
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& Company, Chicago; Bullock Company, Los Angeles; 
Hecht Company, Washington, D. C.; J. L. Hudson, Detroit, 
Michigan; Famous Bar Company, St. Louis, Missouri; B. H. 
Holmes Company, New Orleans; and practically every other 
important department store in the United States. 

Q. Now, can you give us the names of some of the promi¬ 
nent drug store chains that sell Lanolin Plus cosmetics and 
soaps? A. People’s Drug Company, Washington, D. C.; 
Read Drug Company, Baltimore, Maryland; Whelan Drug 
Company, New York and Los Angeles; Liggett Drug Com¬ 
pany, Boston; Owl Drug Company, Los Angeles, California; 
Thrifty Drug Company, Los Angeles, California; Katz 
Drug Company, Kansas City, Missouri; Mading Drug, 
Houston, Texas; and Walgreens are sold through their 
entire chain; Ford Hopkins, Chicago; and practically every 
other important drug chain in the United States. 

5 Q. Are Lanolin Plus cosmetics and soap nationally 

sold throughout the United States? A. Yes; they are 
sold in every State in the Union. 

Q. Have LANOLIN PLUS cosmetics and soaps enjoyed 
commercial success? A. Yes, very great success. 

Q. What has been the extent of sales of LANOLIN PLUS 
cosmetics and soaps of your company to date? A. In excess 
of one million dollars? 

Q. Have LANOLIN PLUS cosmetics and soaps been ad¬ 
vertised? A. Yes, extensively. 

Q. What media has your company used for its advertising 
of LANOLIN PLUS cosmetics and soaps ? A. National pub¬ 
lications, Metropolitan newspapers, radio, promotions and 
displays. 

Q. What has been the extent of his advertising in dollars 
and cents ? A. About $400,000 to date. 

Q. What is your budget for advertising of LANOLIN 
PLUS products this year? A. About $200,000. 
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Q. And at what rate are the current sales of LANOLIN 
PLUS cosmetics and soaps running? A. Over $700,- 
6 000 per year. 

• •••••••• 

8 Is LANOLIN PLUS known to the trade as plain¬ 
tiff’s trademark? A. Ye§, it is. All of the stores in 

the country know that LANOLIN PLUS is the trademark of 
my company. Thousands and thousands of repeat custom¬ 
ers throughout the United States know that LANOLIN 
PLUS is our trademark and ask for their repeat orders by 
the trademark LANOLIN PLUS. The trade publications 
and our competitors all know of the trademark LANOLIN 
PLUS and recognize it as our trademark. 

• •••••••• 

9 Mr. McKnight: Let us mark this for identification 
as Plaintiff’s Exhibit 9. 

Q. When did you see that page? A. It was shortly after 
the time that it was published. 

Q. Who are Angelique and Company, Inc. who appear 
upon this page? A. That is a competitor of ours who sell 
various colognes. In this sheet they give a list of the leading 
brands of toilet goods for women for March of 1949, and 
in this list, as one of the brands, is LANOLIN PLUS. You 
will note that our advertising is larger than many of 

10 the famous companies in the country, such as Hou- 
bigant, Dana, Bourjois and many others. This shows 

that a competitor, and the Women’s Wear Index of Retail 
Advertising both recognize LANOLIN PLUS as a trade¬ 
mark. 

Q. Can you produce your actual products bearing the 
trademark LANOLIN PLUS? A. Yes. 

Mr. McKnight: Let us mark these five items which Mr. 
Peacock has produced with the following numbers. Plain¬ 
tiff’s Exhibits 10 to 14, inclusive. 
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Q. Mr. Peacock, what are these five items? A. Plaintiff’s 
Exhibit 10 is LANOLIN PLUS Anti-Dry Cleansing Cream; 
Exhibit 11, LANOLIN PLUS Hand Lotion; Exhibit 12, 
LANOLIN PLUS Cream Oil; Exhibit 13, LANOLIN PLUS 
Shampoo; Exhibit 14, LANOLIN PLUS Beauty Soap. 

• ••(••••• 

11 Q. Who coined the trademark LANOLIN PLUS? 
A. I did. 

Q. Had the trademark LANOLIN PLUS ever been used 
by anyone before you? A. No. 

Q. Had anyone in the trade ever used LANOLIN PLUS 
in any way before you did? A. No. I was the first one to 
ever use the expression LANOLIN PLUS. I coined and 
created the term. I had never heard of the term being used 
before I coined it. 

It was an original idea -with me and no one in the trade 
had ever heard of that expression before. 

• •••••••• 

12 Q. Are you making any claim for the word “Lano¬ 
lin” alone? A. No, we are not. We are only making 

a claim to the combination LANOLIN PLUS. 

Q. What does the expression LANOLIN PLUS mean to 

vou? A. Our trademark. 

•> 

Q. Now’, are there other ingredients besides lanolin in 
your products Plaintiff’s Exhibits 10 to 14? A. There are 
several other ingredients besides lanolin in each of them. 
Q. They are not pure lanolin, then ? A. No. 

Q. Could pure lanolin be used as a cosmetic or soap. A. 
No, I do not see how it possibly could because it would be 
too sticky and disagreeable. It also has an offensive odor. 

Q. Now, you say that LANOLIN PLUS means to you that 
it is your trademark? A. Yes. 

Q. Does it have any significance ? A. The term LANOLIN 
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PLUS is a fanciful combination when used in connection 
with cosmetics and soaps. It leaves the entire mat- 
13 ter to the imagination of the purchaser. 

Q. Does the trademark LANOLIN PLUS tell what 
the other ingredients of your cosmetics and soaps are? A. 
No, definitely not. 

• •••••••• 

15 Q. Now, I will ask you whether you had a search 
made to determine whether or not there were other 

registrations of “plus” issued by the United States Patent 
Office? A. Yes. I had our attorneys make a complete 
search, and we found 129 different registrations using the 
word “plus” in addition to another word. 

Q. I call to your attention documents marked for identifi¬ 
cation Plaintiff’s Exhibit 24 (1 to 129) to indicate 129 dif¬ 
ferent registrations and ask you if you have seen this be¬ 
fore? A. Yes. Those are the copies of the registration 
that our attorneys developed on the search on the 

16 plus trademark. 

Q. I will call your attention to Plaintiff’s Exhibit 
24 and ask you if you have ever heard of any of the trade¬ 
marks shown in this search report? A. Yes, I have. No. 1, 
Vitamins Plus was a nationally sold item. It is a well known 
trademark in the vitamin field. No. 2 is Safety Plus for 
Screws of the Chicago Screw Company, and that is well 
known. No. 3, Milk Plus is a vitamin fortified milk and is 
well known. No. 4, Power Plus is used on electric storage bat¬ 
teries and is in wide use; No. 5, Mileage Plus is used on 
gasoline. No. 6, Sweet Plus is used extensively on candy. 
No. 7, Service Plus is used by a separator company. No. 8, 
Oil Plus is used for oils and greases. No. 9, Silk Plus is 
used on silk. No. 10, Silk Plus is used on silk shirts. No. 12, 
Style Plus is used nationally on men’s clothing and is one 
of the best known trademarks in the industry. No. 14, 
Aspirin Plus is used on aspirin. No. 15, Seal Plus is used 



20 


extensively on seals for bottles. No. 16, Popsit Plus, that is 
used for food seasoning extensively, and there are many 
others among these trademarks that are exceedingly well 
known. 

Q. Do most of these registrations add the word “plus” 
to a generic word ? A. Yes, that is the fact. The word 

17 “plus”, in practically every instance, is added to a 
generic word. For instance, “plus” is added to vita¬ 
mins; “plus” is added to safety; “plus” is added to such 
other word as milk, power, mileage, sweet, services, oil, 
silk, and the like. 

Q. Were these registrations all under the Act of 1905? 
A. Yes. They were all under the Act of 1905 except page 
129, in which H Plus was registered for anti-freeze for 
gasoline under the Act of 1946 on the principal register. 

Q. Is there any difference between these trademarks and 
your trademark LANOLIN PLUS and these trademarks 
which have been registered under the Acts of 1905 and 
1946? A. Absolutely none. If all 129 of these people were 
able to obtain registrations of marks including the word 
“plus”, I cannot see why our registration should be denied. 

• •#•••••• 

18 Q. Has LANOLIN PLUS been granted registration 
in any place? A. Yes. LANOLIN PLUS has been 

granted trademark registration in every one of the 48 States 
of the United States and in Hawaii and Puerto Rico and 
Argentine. 

Mr. McKnight: That is all. I offer in evidence Plain¬ 
tiff^ exhibits 1—25 heretofore marked for identification. 

(s) Jesse Luther Peacock. 

• ••••••• 
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In The 

United States Patent Office 
Opposition No. 24,963. 


BOTANY WORSTED MILLS, Opposer, 

vs. 

JESSE LUTHER PEACOCK, Applicant. 


Testimony 

Testimony taken in behalf of the Opposer, pursuant to 
annexed notice, at 165 Broadway, New York, N. Y., in 
Room 1321, at 10:30 A. M., on Friday, May 27th, 1946. 

• •••••••• 

2 Nelson J. Rohrbach, a witness called on behalf of 

the opposer, being first duly sworn, testifies as fol¬ 
lows: 


Direct Examination by Mr. Pohl: 

Ql. Mr. Rohrbach, what is your address? A. 400 Holly¬ 
wood Avenue, Hohokus, New Jersey. 

Q2. How long have you been connected with the Botany 
Worsted Mills? A. Since about 1931. 

Q3. In what branch of the business of Botany Worsted 
Mills are you active? A. The Products Division. 

Q4. What is the Products Division of the Botany 
Worsted Mills? A. The Products Division includes sev¬ 
eral departments, practically all of which sell direct to 
the retailer, except on anhydrous lanolin, which is sold to 
the manufacturers and jobbers. 

Q5. Will you please state the various departments? A. 
The departments are: Cosmetics Department, Neckwear 
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Department, the Robes-Sportswear Department, Women’s 
Wear Retail Department, Hand Knitting Yam Depart¬ 
ment, and Anhydrous Lanolin. 

Q6. How long have you been in the Products Division? 
A. Since I came with them. I was always connected with 
those departments. 

Q7. How long has that been? A. Since 1931. At that 
time, I might say, though, it was not known as a separate 
department; that was when we just started. 

3 Q8. How- long have you been the head of the Prod¬ 

ucts Division of the Botany Worsted Mills? A. Since 
April of 1945. 

Q9. In what capacity were you connected with the Prod¬ 
ucts Division before April, 1945 ? A. As Assistant Manager 
and Production Manager. 

Q10. Does Botany Worsted Mills sell lanolin products? 
A. Yes. 

Qll. What kind of lanolin products does Botany 
Worsted Mills sell? A. First, we sell anhydrous lanolin 
and hydrous USP pure lanolin, soap, Triple X cream, 
Formula 70 cream, and skin lotion or lanolin lotion. 

• • • • • • • 


4 Q13. How long has Botany Worsted Mills been sell¬ 

ing lanolin and lanolin cosmetics ? A. Since 1939. 
Q14. Can you tell us w’hat Botany Worsted Mills’ sales 
of lanolin products have amounted to in the last five years, 
Mr. Rohrbach? A. Over a million dollars. 

• •••••••• 


8 Q43. How does it happen that the Botany Worsted 

Mills makes lanolin cosmetics? A. Because we pro¬ 
duce the ingredient of anhydrous lanolin, which is a by-prod¬ 
uct of the woolen business. 

Q44. Are you engaged in the woolen business? A. Yes. 
Q45. Do you buy raw wool? A. We buy raw wool. 
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Q46. What do you do with it? A. We clean it, spin it, 
weave it, finish it and sell it. 

Q47. Where does the lanolin come in in that operation? 
A. The wool grease is taken from the raw wool in the 
washing operation. 

Q48. And what do yon make out of the wool grease? A. 
We refine it into anhydrous lanolin, USP. 

Q49. What is hydrous lanolin and what is anhydrous 
lanolin, Mr. Rohrbach? A. Anhydrous lanolin is a lano¬ 
lin which you might call dry lanolin. It has a ma ximum 
moisture content, I think, of one-half of one per cent., 
where hydrous lanolin is the same thing, but the moisture 
content can go up as high as 30 per cent. 

Q50. Has Botany Worsted Mills advertised its lanolin 
cosmetics? A. Yes, we have. 

Q51. How much money have you spent in the last five 
years in advertising, or for as long a period as you have 
a record? A. Up to date, we have spent approxi- 

9 mately $400,000. 

• *••••••• 

10 Q54. Mr. Rohrbach, does the name “Lanolin Plus” 
mean anything to you? 

• •••••••• 

Q55. You may answer the question. A. To me it means 
a superior lanolin. 

Q56. Do you know of any usage of the word “plus” in 
the sense indicating superior quality? 

• •••••••• 

A. It is used a lot to show superior quality. 

Q57. For instance? 

• •••••••• 
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A. It has been used for style plus; salesmanship plus; 
hospitality plus. We have used it ourselves, in fact, in 
grading a product such B-plus or C-plus, in that form. 

Q58. Have you brought any company records, by which 

I mean records of Botany Worsted Mills, which show the 
use of “plus” in that sense? A. I have brought some old 
laboratory records where we have used the “plus” in grad¬ 
ing lanolin, anhydrous lanolin. 

II Q59. Show us how the word “ plus ’ ’ is used on these 
sheets which I hand you. A. It is used here to grade 

color and odor, such as G-plus. 

Q60. What does ‘ ‘ G-plus ’ ’ mean ? A. Better than G. Here 
it is used as a grade of lanolin as B-plus, which shows bet¬ 
ter than grade B. Color is used here to grade color on one 
report as fair plus, to show better than fair. 

• •••••••• 

12 Q70. Does the expression “Lanolin plus” look or 

sound to you like a trade-mark? 

A. I don’t believe so. 

Q71. What does it sound like to you? 

• •••••••• 

A. It sounds to me like it would mean a good grade of 
lanolin. 

• •••••••• 

21 Arleigh B. Williamson, a witness called on behalf of 
the Opposer, being first duly sworn, testified as fol¬ 
lows: 

Direct Examination by Mr. Pohl: 

Ql. Will you state your residence, please? A. 744 Cas- 
tleton Avenue, West Brighton, Staten Island, New York. 
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Q2. Your age, sir? A. 57. 

Q3. What is your occupation, sir? A. I am a university 
professor. 

Q4. What subject do you teach ? A. I am teaching speech. 

Q5. Just what is your full title? A. I am Professor of 
Speech of the New York University and Chairman of the 
Department of Speech of Washington Square College of 
Arts and Sciences of New York University. 

Q6. When were you appointed to vour present position, 
Professor? A. In the fall of 1924. 

Q7. You mean you have been head of the department 
since 1924? A. I was appointed as Associate Professor of 
English and Speech at that time, and was appointed Chair¬ 
man of the Department in 1930, and made a full professor 
at that same time, so that I have been Professor of Speech 
ever since. 

Q8. And in what institutions did you teach prior to 1924, 
in what capacity and for what length of time ? A. I taught 
English in Carnegie Institute of Technology as part time 
instructor in English off and on through 1920, with a couple 
of years out, and then I went to Miami University in Ohio 
as Associate Professor of English and Public Speaking. 

Q9. Are you a member of any professional associations 
or scientific societies, Professor? A. I am a member of 
22 the National Association of Teachers of Speech and 
of the Eastern Public Speaking Conference. 

Q10. Did you at any time hold office in these associations ? 
A. I was president for two terms of the Eastern Public 
Speaking Conference and president of the National Asso¬ 
ciation of Teachers of Speech, also first vice president. 

Qll. What degrees do you hold, Professor? A. I hold 
the degree of B. A. from Carnegie Institute of Technology, 
and of MA in literature from the graduate school of Arts 
and Sciences of Columbia University. 

Q12. Have you ever acted in an advisory capacity? A. 
I was one of the advisors to the National Advisory Conn- 
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A. It has been used for style plus; salesmanship plus; 
hospitality plus. We have used it ourselves, in fact, in 
grading a product such B-plus or C-plus, in that form. 

Q58. Have you brought any company records, by which 

I mean records of Botany Worsted Mills, which show the 
use of “plus” in that sense? A. I have brought some old 
laboratory records where we have used the “plus” in grad¬ 
ing lanolin, anhydrous lanolin. 

II Q59. Show us how the word ‘ ‘ plus ’ ’ is used on these 
sheets which I hand you. A. It is used here to grade 

color and odor, such as G-plus. 

Q60. What does ‘ ‘ G-plus ’ ’ mean ? A. Better than G. Here 
it is used as a grade of lanolin as B-plus, which shows bet¬ 
ter than grade B. Color is used here to grade color on one 
report as fair plus, to show better than fair. 

• •••••••• 
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• •••••••• 
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of the Eastern Public Speaking Conference. 

Q10. Did you at any time hold office in these associations? 
A. I was president for two terms of the Eastern Public 
Speaking Conference and president of the National Asso¬ 
ciation of Teachers of Speech, also first vice president. 
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the degree of B. A. from Carnegie Institute of Technology, 
and of MA in literature from the graduate school of Arts 
and Sciences of Columbia University. 

Q12. Have you ever acted in an advisory capacity? A. 
I was one of the advisors to the National Advisory Coun- 



26 


cil in Education with headquarters in Washington, D. C. 
I am listed in the Directory of American Scholars also, 
which is a companion work to American Men of Science, 
published by the Scientific Press in 1942. 

Q13. Have you written any scientific treatises or articles 
on speech, speaking, the meaning and usage of words of 
the English Language, vocabulary development and similar 
subjects ? A. Considerably. 

Q14. Would you mention some of these writings of yours, 
refreshing your recollection from any memorandum 
which you may have? A. The text book that has been 
widely used in colleges and universities of the United States 
and in England, “Speaking in Public,” Prentice-Hall in 
1929. It has been reprinted again and again. It treats of 
speech and usage generally, and has one long chapter on 
language, use of words, slang, etc. 

Then there are a lot of articles here. Not all my writ¬ 
ings have had to do with languages. Some are speech per 
se and speech defects. But some of them have had to do 
with dominant cultural patterns and comparison between 
English and American forms and reviews of books on rhet¬ 
oric ; one of the most recent of which has been a volume of 

22 studies in rhetoric in drama. 

• •••••••• 

23 Q17. I show you a label, Professor Williamson, 
which is one of the labels which the applicant in this 

proceeding filed with his application. It bears the expres¬ 
sion “Lanolin plus.” I will ask you to determine upon the 
basis of your experience in the field of language what the 
expression “Lanolin plus” means to you? 

• •••••••• 


A. The terms means wool fat or wool oil of more than 
ordinary value as found in such products. 

• •••••••• 
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Q18. Is there any other definition which you would give 
us? A. Wool fat or wool oil of extra quality, super-wool 
fat or wool oil, superior lanolin. 

24 Q19. Can you give us a few illustrations, Profes¬ 
sor, of the word “plus’* where it occurs in a similar 

usage? 

• •*•••••• 

A. Some of the most common are “quality plus;” “style 
plus”; “personality plus.” 

When I was teaching at Miami University, I was a Pro¬ 
fessor in Ohio State University. A man called Billie 
Graves, they called him the “Professor plus.” And then 
that word seemed to develop into more common usage, 
there being a lot of “professors plus.” 

• •••••••• 

Q21. Is there a dictionary definition of the word “plus” 
which supports the testimony you have given as to the 
meaning of this word? A. There is such a definition in the 
most recent edition of Webster’s International. 

Q22. Will you give us the full title of the work in ques¬ 
tion? A. Webster’s New International Dictionary of the 
English Language, Second Edition, G. and C. Merriam 
Company, Springfield, Mass., 1934. 

Q23. What is the definition to which you are referring, 
Professor; also, where does it occur? A. It occurs in page 
1897, No. 3 under the second listing of “plus”, “Denoting 
a greater value than usual in the (specified) grade; as, A 
plus; hence possessing in superior degree the (specified) 
character; as Style plus. Colloq.” 

25 Q24. What in your opinion as a teacher for over 
20 years of the English language is the standing of 

Webster’s New International Dictionary? A. It is re¬ 
garded by scholars as the best dictionary in America. 

• •••••••• 
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Q25. In your opinion, Professor, has the word “plus” 
in the meaning to which you have testified, become a part 
of the English language? A. Yes, it has become a part 
of the English language or it would not be listed in Web¬ 
ster’s Dictionary in that way. It is decidedly a part of 
the English language. 

Q26. Can you produce any books or other publications 
that contain expressions in which the word “plus” is used 
in a similar connotation? A. Yes. 

Q27. Will you please produce them? A. Here is an ab¬ 
stract from “Sales Promotion by Mail,” by G. P. Putnam’s 
Sons, New York and London, page 310 in which the follow¬ 
ing sentence appears: 

“He must be a salesman-plus, for the object of his 
paper is to sell goods, enthusiasm, or service, and it is 
usually a one-man job.” 

• •••••••• 

26 Q28. Please continue, Professor. A. Here is 
another example. “Soundings,” a novel by A. Hamil¬ 
ton Gibbs, published by Little, Brown, and Company, Bos¬ 
ton, in 1925, in which the following sentence appeared: 

“Lloyd was not the kind that one made a hit with. 
He made a hit wdth you. He was a sort of brother- 
plus, like an adorable great Newfoundland pup,—be¬ 
longing to some one else.” 

• •••••••• 

Q29. Will you continue, Professor? A. Another from 
the magazine “Esquire” for December, 1945, Volume 
XXIV, No. 6. On page 227 there is an advertisement 
headed “Pajamas ... Plus!” 

• ••••••*• 

27 Q30. Proceed, Professor. A. Another example 
from “American Speech,” December 1927, Volume 

HI, Number 2, in a contribution by Mamie Meredith, of 
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the University of Nebraska, headed ‘ ‘ Plus ”. “ Plus ’ ’ seems 
to be enjoying an accession of favor in these days. Its 
use is common in such combination as ‘professor-plus,’ ‘pro- 
fessorplusness,’ ‘professor-plusdom’ (Frederick L. Collin’s 
“Everywhere I Go I Find A Pal,” Collier’s) ‘overplus of 
girls’ (Mary E. Walter, “A Business Girl Looks for a Job 
in Los Angeles,” Dearborn Independent). This, too, is the 
era of ‘ plus-4’s.’ ” 

• *•**•••• 

Q31. Have you any other illustrations, Professor? A. 
Another from the “American Mercury,” March, 1944, Vol¬ 
ume LVIII, Number 243, in a contribution, “The German 
Woman,” by Albert A. Brandt: “Inevitably, the women 
of Germany turned away from their bare cupboards and 
opened the doors of their homes to guests who could pay 
for hospitality-plus.” 

• •••••••• 

28 Q32. Proceed, Professor. A. Another example is 

a magazine published in South Africa, “Libertas,” 
January, 1946, Volume VI, No. 2. On page 71, there is an 
advertisement of the South African Clothing Industries, 
Ltd., in which appears the words, “Powerplus Gold Medal 
Trousers and Overalls.” 

Q33. Proceed, Professor. A. This is “The Navy’s War,” 
by Fletcher Pratt, published by Harper & Brothers Pub¬ 
lishers, New York and London, 1942. On page 65 the fol¬ 
lowing sentence appears: 

“He had a Navy Cross, won on a destroyer in the 
stormy waters of the other war, and he held that a 
Navy man was a fighter second and a seaman first, 
which was fortunate for our side, as his task called 
for the seamanship-plus job of running his little ar¬ 
mada up Coral Sea to within striking distance under 
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the noses of the Japanese scouts and in the teeth of 
forces three times as strong as his own.” 

• •••••••• 

29 Q34. Proceed, Professor. A. Another example is 
in the play, “Merton of the Movies,” by Harry Leon 

Wilson, published by Grosset & Dunlap, New York, 1922, 
in which the following line occurs: 

“ ‘It’s Parmalee plus,’ he corrected.” 

Q35. Will you identify the work in question any fur¬ 
ther, Professor? A. It is a novel made from the play “Mer¬ 
ton of the Movies.” 

T 

Q36. In the phrase, “He must be a salesman-plus,” what 
do the words “Salesman-plus” mean, Professor? 

• •••••••• 

30 A. Being a salesman of value above and beyond 
that of the ordinary salesman. 

• •••••••« 

Q37. In the phrase, “He was a sort of brother-plus,” 
what, in your opinion, do the words “brother-plus” mean? 
A. A superior kind of brother or a brother with more than 
ordinary qualities of brotherhood. 

Q38. WTiat does the expression, “Pajamas . . . Plus!” 
mean to you, Professor? A. Super pajamas. Pajamas 
that are better than ordinary pajamas. 

Q39. What in your opinion does the term “Professor- 
plus” connote? A. A professor with super professorial 
qualities, qualities going beyond that of the ordinary pro¬ 
fessor. 
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Q40. In the sentence, “guests who could pay for hospi¬ 
tality-plus,” what does the term “hospitality-plus” mean! 
A. More than ordinary hospitality, hospitality of greater 
than ordinary value. 

Q41. What would you say the expression “Powerplus 
Gold Medal Trousers and Overalls” means! A. Super 
power in the overalls. 

Q41. In the sentence, “his task called for the seaman¬ 
ship-plus job of running his little armada up Coral Sea,” 
and so on, what does the phrase “seamanship-plus” 
mean? A. More than ordinary talents of seamanship. 

Q42. What, Professor, would you say is “Parmalee 
plus”? A. Parmalee seems to be the name of a firm that 
is in some way or other super. 

31 Q43. More than the ordinary Parmalee firm? A. 

That would be my interpretation. 

Q44. In your opinion, could the term “lanolin plus” 
have any meaning other than of super lanolin or lanolin of 
a superior kind, which are the meanings you have testi¬ 
fied to ? 


A. I cannot see any other possible meaning. 

Q45. To you, as an expert on the meaning of words, 
Professor, what does the expression “lanolin plus” look 
and sound like ? A. An advertisement, the name of a prod¬ 
uct. 

Q46. Would you regard it as capable of performing a 
trade-mark function? A. I am not an expert in that, but 
it seems to me it is descriptive merely of a quality of lano¬ 
lin. If I were to run into that in a magazine, I should not 
consider that a trade-name. I would consider that I was 
reading something that was descriptive of something else. 

• «••••••• 
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DEFTS 1 AND 2 EXHIBIT NO. 1 
• •••••••• 

(DECISION OF EXAMINER OF INTERFERENCE— 

OPP. 24,963) 

This is an opposition in which both parties have filed 
testimony and briefs and were represented by counsel at 
the hearing. 

The applicant’s application discloses the mark “LANO¬ 
LIN PLUS” for use upon “face cream, hand cream, cleansing 
cream, facial make-up and shampoo”. The word “LANO¬ 
LIN” contained in this mark has been disclaimed by the 
applicant, being the name of a primary component of the 
goods. 

The opposer, which does an extensive business in con¬ 
nection with the sale of lanolin and lanolin cosmetics, inclu¬ 
sive of the identical item of face cream sold by the applicant, 
challenges the applicant’s right of registration upon the 
ground that the notation sought to be registered in its en¬ 
tirety is merely descriptive of goods of the character with 
which used. 

According to Webster, the word “Plus” means: 

“Denoting a greater value than usual in the (speci¬ 
fied) grade; as, A plus; hence, possessing in superior 
degree the (specified) character; as, style plus. Colloq.” 

The use of the term in the sense of this definition in all 
sorts of situations is commonplace, as indicated by the op- 
poser’s testimony and expressions such as “salesman-plus”, 
“seamanship-plus”, “pajamas ... plus” and the like found 
in the printed publications of opposer’s exhibits 20 to 27. 
In the applicant’s mark the adjective “Plus” obviously 
performs no more than its usual qualifying function when 
used in like relations, and the opposer’s characterization 
of the mark as “a mere laudatory expression” signifying 
“lanolin of a superior kind” is deemed unquestionably 
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to be correct. The mark accordingly falls in the same 
category as the notations “Superlite” for incandescent 
bulbs, “Hi-Pep” for soft drinks, and “Handkerchiefs of 
the Year”, respectively involved in Ex parte Wabash Ap¬ 
pliance Corp. (45 U.S.P.Q. 42), Kellogg Co. v. Price (61 
U.S.P.Q. 501) and Burmel Hankerchief Corp. v. Cluett, Pea¬ 
body & Co., Inc. (542 O.G. 395,127 F. (2) 318, C.C.P.A.), and 
is not subject to exclusive appropriation as a technical 
trade mark. 

The applicant argues that the opposer has made no show¬ 
ing that it “would probably be damaged by the granting 
of the registration sought’’. On the contrary, however, such 
probability is established by the fact that the parties are 
competitors in the sale of lanolin cosmetics of which the 
mark is merely descriptive. Burmel Handkerchief Corp. 
v. Cluett, Peabody & Co., supra. 

Accordingly, the notice of opposition is hereby sustained, 
and it is further adjudged that the applicant is not entitled 
to the registration for which it has made application. 

Limit of appeal: August 18,1947. 

(s) A. D. Bailey, Examiner of Interferences. 
July 28,1947. 

• •••••••• 


(DECISION OF ASSISTANT CO! 

OPP. 24,963) 


t'ilul 


SSIONER— 


The examiner of trade-mark interferences has sustained 
the opposition to the registration of the mark “LANOLIN 
PLUS” disclosed in application Serial No. 479,141, for 
“face cream, hand cream, cleansing cream, facial make¬ 
up and shampoo,” the word “LANOLIN” being disclaimed. 
Applicant appeals. 

Opposer, who manufactures and sells lanolin and also a 
comprehensive line of cosmetics which include lanolin as 
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one of their ingredients, bases the opposition on the ground 
that the mark sought to be registered is merely descriptive 
of the goods. The products of applicant and the cosmetics 
of opposer contain lanolin, as a substantial, but not the 
only ingredient. Opposer has continuously used the word 
“lanolin” both in connection with its sale of that product 
and of its cosmetics, and has used the word lanolin on such 
products and in extensive advertising of them beginning 
at a date prior to any use claimed by applicant. There is no 
dispute as to the fact that lanolin has been used in cosmetics 
and the name has been used as indicating a desirable ingre¬ 
dient of such products in connection with their sale by both 
these parties and others for many years, and that neither 
party has any'rights to the word “lanolin” itself. 

The goods of the parties being the same, the only ques¬ 
tions for decisions are whether or not “LANOLIN PLUS” 
is merely descriptive of applicant’s goods and whether or 
not opposer will be damaged by the registration of this 
mark. To demonstrate the descriptiveness of the term 
“LANOLIN PLUS” opposer has referred to dictionary 
definitions of the word “plus”; to various uses of the term 
in articles and publications, and has submitted testimony 
of an expert witness, a professor of speech, as to the signifi¬ 
cance of this word. It is the contention of opposer, which 
has been sustained by the examiner of interferences that 
the adjective “plus” constitutes “a mere laudatory expres¬ 
sion” signifying “lanolin of a superior kind” or “more or 
better” lanolin. In Webster’s New International Diction¬ 
ary “plus” as an adjective is defined as follows: 

1. Indicating addition or requiring to be added; 
positive (in mode of direction of reckoning); not nega¬ 
tive, as the plus sign [-j-]; a plus quantity or value;— 

2. Hence; a colloq. in predicate use, having as an ad¬ 
dition or gain; as, he was plus a coat, (b) additional; 
extra * # \ 

• •••••••• 

3. Denoting a greater value than usual in the (speci¬ 
fied), grade, as, a plus; hence, possessing in superior 
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degree the (specified) character as, style plus colloq. 

• • • 


As a preposition it is defined by that dictionary as: 

“Increased by; with the addition or increment of; 
with an addition; * * V’ 

Opposer’s expert refers to this and to other definitions 
as bearing out opposer’s contention as to the descriptive 
significance of the term as used in applicant’s mark. While 
it is not believed that the meaning of a term to one as skilled 
as this professor of English and speech is the proper test 
for determining whether or not a word has descriptive sig¬ 
nificance, it is believed that such testimony together with 
the published material referred to is proper as a means 
of indicating the meaning of such a term in everyday use. 

Based on the definition quoted and on the references to 
“personality plus,” “style plus,” “seamanship plus,” the 
references to the use of A plus, B plus, etc., in school and 
other grading systems, and other matter of record as well 
as upon ordinary lay understanding of the word as used in 
school and elsewhere it is my opinion that the significance 
ascribed to this word by opposer is correct. It is believed 
that the mark as used will be regarded as indicating that the 
goods contain a superior grade of laolin or are a superior 
grade of lanolin cosmetics, and that as found by the exam¬ 
iner of interferences the mark constitutes a mere laudatory 
expression as applied to applicant’s products. Burmel 
Handkerchief Corporation v. Cluett, Peabody & Co., 29 
C.C.P.A. 1024,127 Fed. (2d) 318; Wabash Appliance Corp., 
513 O.G. 1022, 45 U.S.P.Q. 42. 

As to applicant’s contention that this term would indicate 
“lanolin plus other things,” since the products involved 
as shown by the record contain lanolin as a substantial 
ingredient together with perfume and other material, this 
would still seem to be merely a descriptive use of the term, 
and that it is merely descriptive whether its significance 
relates to quantity of quality. 
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Applicant further questions the right of opposer to main¬ 
tain this opposition even if the mark is descriptive, main¬ 
taining that no damage to opposer can result from the reg¬ 
istration. Since opposer markets both lanolin and lanolin 
cosmetics, it would seem that registration of a descriptive 
term in connection with such products must be presumed to 
damage opposer. Burmel Handkerchief Corporation v. 
Cluett, Peabody & Co., supra, Martell & Co. v. Societe 
Anonyme de la Benedictine, Distillerie de la Liqueur de 
PAncienne Abbaye de Fecamp, 28 C.C.P.A. 851, 116 Fed. 
(2d) 516, and United Shoe Machinery Corporation v. Compo 
Shoe Machinery Corporation, 19 C.C.P.A. 1009, 56 Fed. (2d) 
292. 

It would appear to create an anomalous situation to hold 
that opposer, after calling the descriptive nature of the 
mark to the attention of the Patent Office in order to avoid 
a registration which would give rise to apparent prima 
facie rights in such a descriptive term, should be held to 
have no rights in the matter. On the basis of the foregoing 
decisions, I agree with the examiner of interferences that 
there is adequate showing of damage to opposer, and that 
the opposition was properly sustained. In the event that 
future proceedings should make it material, however, it is 
to be noted that even though no damage to opposer were 
shown it would be the duty of the Patent Office, when the 
descriptive nature of the mark has been called to its atten¬ 
tion to refuse registration as an ex parte matter, and that 
I agree with the examiner of interferences that, irrespec¬ 
tive of the rights of the parties in the opposition proceed¬ 
ing, the applicant would not be entitled to registration of 
its mark. 

The decision of the examiner of interferences is affirmed, 
(s) Joe E. Daniels, Assistant Commissioner. 
March 16, 1948 

• •••••••• 
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(DECISION OF EXAMINER OF INTERFERENCE— 

OPP. 26,917) 

This is an opposition proceeding under the Act of 1905 
involving a counterclaim for cancellation under the Act of 
1946, in which both parties have filed testimony, and briefs, 
and were represented at the hearing. 

The applicant seeks registration of the notation “Lanolin 
Plus”, as a trade-mark for toilet soap and laundry soap. 
The word “Lanolin” has been disclaimed apart from the 
mark as shown. 

The opposer’s right of action is based upon allegations 
contained in the notice of opposition to the effect that the 
opposer is a competitor of the applicant in the sale of toilet 
soap; that the mark “Lanolin Plus”, for which the appli¬ 
cant seeks registration, is a mere laudatory and descriptive 
expression as applied to such goods, and hence not proper 
subject matter for registration as a technical trade-mark 
under the Act of 1905; and that the proposed registration 
thereof to the applicant would cause damage to the opposer. 

The applicant in its answer denies that its mark “Lano¬ 
lin Plus” in its entirety is descriptive of the goods with 
which used, and by counterclaim has applied for cancella¬ 
tion of opposer’s registration No. 390,858 for the mark 
“Botany”, as applied to soap. Said registration issued 
October 7,1941, under the Act of 1905, and has been repub¬ 
lished under Section 12(c) of the Act of 1946. As grounds 
of cancellation, it is alleged that the mark “Botany” thereof 
is merely descriptive as applied to soap. 

Considering first the counterclaim for cancellation, the 
word “Botany” is defined in Webster’s New International 
Dictionary (2nd Edition) as “the science of plants; the 
branch of biology dealing with plant life”. The applicant’s 
contention that this word is descriptive when used in con¬ 
nection with soap is predicated upon the assertion that cer¬ 
tain ingredients commonly used in the manufacture of soap, 
as for example, olive oil and vegetable oil, are extracted 
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from plants, and upon testimony of its witnesses Verblen, a 
consulting chemist, and Peacock, an officer of the applicant 
corporation, to the effect that they had made a study of the 
science of botany, and that, to them, the word “Botany”, 
as applied to soap, would indicate that it contained ingre¬ 
dients derived from plants. The word “Botany”, however, 
as defined above, relates to a science, and, as such, it mani¬ 
festly is not descriptive of soap or of any quality or char¬ 
acteristic thereof. Nor is it believed that purchasers would 
be likely to resort to the circuitous reasoning necessary to 
the association of this word with soap ingredients, or at¬ 
tribute thereto any significance other than as a trade-mark, 
as applied to the opposer’s goods. 

Accordingly, the opposer’s mark “Botany” is deemed 
to be a valid technical trademark as applied to soap, and the 
applicant therefore is held not to be entitled to prevail on 
its counterclaim for cancellation of the opposer’s registra¬ 
tion thereof. 

With regard to the question of descriptiveness of appli¬ 
cant’s mark “Lanolin Plus” raised by the notice of opposi¬ 
tion, the Commissioner in a prior proceeding between these 
parties, entitled Botany Worsted Mills (Botany Mills, Inc.) 
v. Peacock (Lanolin Plus Cosmetics, Inc., assignee, substi¬ 
tuted) (76 USPQ 618), has held that the present applicant 
was not entitled to registration of the notation “Lanolin 
Plus” as a trade-mark for various cosmetic preparations, 
containing lanolin, on the ground that said notation was 
merely a laudatory or descriptive expression as applied to 
such goods. And it seems manifest to the examiner that 
the notation “Lanolin Plus” for like reasons is equally de¬ 
scriptive as applied to applicant’s soap products containing 
lanolin involved herein. 

It is the applicant’s contention, however, that the opposer 
has mo standing herein to contest the applicant’s right of 
registration of the notation “Lanolin Plus” on the ground 
of descriptiveness, for the reason that the opposer allegedly 
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has not established that it was dealing in soap when it filed 
its notice of opposition, and can not therefore be damaged 
by the registration thereof to the applicant. This conten¬ 
tion is clearly deemed to be without force. The opposer’s 
registration No. 390,858, hereinbefore referred to, which 
has been made of record herein by both the applicant and 
the opposer, and which covers soap identical in kind with 
that of the applicant, constitutes prima facie evidence that 
the opposer w T as dealing in such goods at the time in ques¬ 
tion. The Borden Company v. Frostar Frozen Food Cen¬ 
ters, Inc., 80 USPQ 465; Ely & Walker Dry Goods Co. v. 
Sears, Roebuck & Co., 485 O.G. 268, 90 F(2d) 257, C.C.P.A. 
Hence, the proposed registration by the applicant of a 
term descriptive of such goods necessarily involves injury 
to the opposer. Burmel Handkerchief Corp. v. Cluett, Pea¬ 
body & Co., 542 O.G. 395, 127 F(2d) 318, C.C.P.A.; United 
Shoe Machinery Corp. v. Compo Shoe Machinery Corp., 
421 O.G. 4, 56 F(2d) 292, C.C.P.A. Regardless, however, 
of the opposer’s right to maintain its cause of action, the 
decision of the Commissioner in the prior proceedings be¬ 
tween these parties is deemed here to be controlling on the 
question of the applicant’s right of registration. 

Accordingly, the notice of opposition is hereby sustained, 
and the counterclaim for cancellation is dismissed. It is 
further adjudged that the applicant is not entitled to the 
registration for which it has made application; and it is 
recommended that registration No. 390,858 involved herein 
be not cancelled. 

Limit of appeal: April 15,1950. 

(s) H. H. Kalupy, Examiner of Interferences. 
March 15, 1950. 
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(DECISION OF ASSISTANT CO 

OPP. 26,917) 


t'jlul 


SSIONER 


This is an appeal from the decision of the Examiner of 
Trade-Mark Interferences sustaining the notice of opposi¬ 
tion to an application for registration of the notation 
“LANOLIN PLUS”, with the word “LANOLIN” dis¬ 
claimed apart from the mark as shown, as a trade-mark 
for toilet and laundry soaps, under the Trade-Mark Act of 
1905; also from his dismissal of applicant’s counterclaim 
to cancel the trade-mark of the opposer, registration No. 
390,858, “BOTANY” as applied to soap, said registration 
having issued under the Act of 1905 and having been reis¬ 
sued under the Act of 1946. The grounds for the opposi¬ 
tion and counterclaim are both descriptiveness and/or mis- 
descriptiveness of the marks as applied to soap. 

The present proceeding is a companion of an earlier op¬ 
position, involving the same parties. In the earlier proceed¬ 
ing the opposer here, who was also the opposer there, was 
opposing the registration of “LANOLIN PLUS” as a 
trade-mark applied to cosmetics containing lanolin, the 
ground of opposition there also being descriptiveness of 
the mark. In that case the Examiner of Trade-Mark Inter¬ 
ferences sustained the opposition, and his decision was af¬ 
firmed by Assistant Commissioner Daniels on March 16, 
1948; Botany Worsted Mills (Botany Mills, Inc., by change 
of name) v. Jesse Luther Peacock (Lanolin Plus Cosmetics, 
Inc., Assignee, Substituted) 76 USPQ 618. 

In my opinion, the same considerations and the same 
reasoning are applicable in the present case, as I am con¬ 
vinced that soaps containing lanolin such as applicant’s are 
essentially goods of the same descriptive properties as cos¬ 
metics containing lanolin. Since I am in full accord with 
the opinion in the aforesaid case, there is no need to repeat 
here what has been said therein; therefore, I shall incor¬ 
porate that decision in this case by reference. 





41 

Applicant urges that opposer has failed to prove that it 
would be damaged by the registration of applicant’s mark, 
and that it was encumbent upon opposer to allege and prove 
that it was engaged in the sale of toilet soap and laundry 
soap at the time the notice of opposition was filed. Opposer 
did allege damage in the notice of opposition; however, it is 
contended that opposer has failed to prove the allegation of 
damage. It seems to me, regardless of any other circum¬ 
stances which might be relied upon in this case for proof, the 
fact that opposer admittedly had a trade-mark No. 390,858 
on soaps at the time the opposition was filed, which mark 
applicant seeks to cancel by his counterclaim, and the fact 
that applicant alleged in his counterclaim that “petitioner 
is a competitor with the respondent, Botany Mills, Inc. in 
the sale of soaps”, is sufficient to establish that they were 
in competing businesses, and hence that damage would be 
likely to result. 

Applicant asserts that the registration No. 390,858 was 
not properly made of record herein by the opposer as no 
certified copy of the registration was filed, nor was a notice 
thereof given under Patent Rule 154(e), (now Rule 282). 
Whatever technical shortcoming existed as a result of op- 
poser’s alleged failure to act was completely overcome, in 
my opinion, by the fact that applicant brought the registra¬ 
tion No. 390,858 into this record by way of his counterclaim. 

Considering now the counterclaim that the word “BOT¬ 
ANY” is descriptive of opposer’s soaps, it seems to me 
that the Examiner of Trade-Mark Interferences has reached 
the correct conclusion that “BOTANY” is not descriptive 
of opposer’s soaps if they contain vegetable oils, and is not 
misdescriptive thereof if they do not contain vegetable oils. 
As has been pointed out, the dictionary definition of “Bot¬ 
any” pertains to the science of plants and as such is too 
remote to cause the average individual to associate this 
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word with soap ingredients or attribute thereto any sig¬ 
nificance other than as a trade-mark. 

The decision of the Examiner is affirmed. 

Thomas F. Murphy, Assistant Commissioner. 

October 26, 1950 
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STATEMENT OF QUESTIONS PRESENTED. 

In the opinion of appellee, Botany Mills, Inc., the ques¬ 
tion here presented is whether the notation LANOLIN 
PLUS is registrable for cosmetics and soaps under the 
Trade-Mark Act of February 20, 1905. 
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IN THE 


United States Court of Appeals 

Fob the District of Columbia Circuit 


No. 11,207 


LANOLIN PLUS COSMETICS, INC., Appellant , 

v. 

JOHN A. MARZALL, COMMISSIONER OF 
PATENTS, Appellee , 
and 

BOTANY MILLS, INC., Appellee. 


COUNTERSTATEMENT OF THE CASK 


Appellant’s statement of the case consists of only two 
sentences, reciting the filing of two trade-mark applica¬ 
tions Nos. 479,141 and 512,839 for registration of the term 
LANOLIN PLUS for cosmetics and soaps, and the sus¬ 
taining of oppositions filed against these applications by 
appellee, Botany Mills, Inc., on the ground of the descrip¬ 
tive nature of the words LANOLIN PLUS. 

In order to put the controversy now before this Court 
into the right perspective, appellee Botany Mills, Inc., 
deems it necessary to call the attention of the Court to the 
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nature of the present proceeding and its past history. We 
do not intend to burden this Court with a recital of the 
unusual, complex procedural history of this case, which, 
on one previous occasion, was before this Court with re¬ 
gard to a jurisdictional point (No. 10069). 

On the other hand, it is essential for this Court to real¬ 
ize and to consider that the issue now presented to it, i.e., 
whether the words LANOLIN PLUS are “merely descrip¬ 
tive ” and therefore unregistrable under the Trade-Mark 
Act of 1905, has been the subject of five previous rulings all 
in favor of appellee Botany Mills, Inc., and the co-defend¬ 
ant, the Commissioner of Patents. As will appear from 
the joint appendix to appellant’s brief, the Examiner of 
Interferences first sustained Botany Mills’ opposition with 
regard to registration of LANOLIN PLUS for face cream 
and related products on July 28, 1947 (Appendix, page 
32) and his decision was affirmed by the Assistant Com¬ 
missioner on March 16, 1948 (Appendix, page 33). The 
decision of the Examiner of Interferences in the co-pend- 
ing case, involving the registration of LANOLIN PLUS 
for soap, was handed dowm on March 15, 1950 (Appendix, 
page 37), by a different Examiner of Interferences, and 
was affirmed on appeal by a different Assistant Commis¬ 
sioner of Patents, on October 26,1950 (Appendix, page 40). 
The appellant, rather than appeal to the Court of Customs 
and Patent Appeals, then instituted an equity proceeding 
under R.S. 4915 in the District Court, and after many ju¬ 
risdictional skirmishes, the two cases were jointly tried 
before Judge Bailey, who handed down his decision, af¬ 
firming the Commissioners of Patents’ decisions, on May 
29,1951 (Appendix, page 12). 

The appellant had also filed a counterclaim, seeking can¬ 
cellation of appellee’s trade-mark “BOTANY” because of 
the alleged descriptiveness of that well-known mark, but 
neither the Patent Office tribunals nor Judge Bailey or¬ 
dered such cancellation and, on the contrary, held “BOT¬ 
ANY” to be a valid trade-mark under the Act of 1905. 
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(Conclusions of Law, Appendix, page 14). While Judge 
Bailey’s finding as to the validity of appellee’s Botany 
Mills, trade-mark “BOTANY” is assigned as one of the 
errors to this Court by appellant, no reference whatsoever 
is made thereto in the appellant’s brief, and the counter¬ 
claim must for all practical purposes be considered aban¬ 
doned. Consequently, no argument regarding the validity 
of the “BOTANY” trade-mark will be necessary before 
this Court in view of the complete silence of appellant’s 
brief with regard thereto. 

It should thus be categorically stated that, while the is¬ 
sue before this Court is the registrability of the term 
LANOLIN PLUS under the Act of 1905—the new Trade- 
Mark Act of 1946 is not here involved and a previous ef¬ 
fort made by appellant to amend the application so as to 
bring it under the 1946 Act was rejected—the present pro¬ 
ceeding is in the nature of an action to set aside a judg¬ 
ment. The question is not merely whether the term LANO¬ 
LIN PLUS is descriptive under the Act of 1905, but 
whether the decision below (as well as the four decisions 
in the Patent Office) which has already answered this ques¬ 
tion in the affirmative, is so “clearly erroneous” as to re¬ 
quire a reversal thereof. 

Judge Bailey agreed with the Patent Office tribunals and 
held the words LANOLIN PLUS to be “clearly descrip¬ 
tive.” His decision, as well as that of the administrative 
tribunals, should not now be set aside unless clearly con¬ 
trary to the law and the evidence. 

SUMMARY OF ARGUMENT. 

1. The present proceeding is not in the nature of an ap¬ 
peal, but is a de novo proceeding in the nature of an action 
to set aside a judgment. In such a proceeding, the find¬ 
ings and decisions of the lower tribunals should not be set 
aside unless clearly erroneous. The inherent soundness 
of these decisions is obvious upon reading them. 
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2. The words LANOLIN PLUS are clearly unregistrable 
under the Act of 1905, regardless of the existence of other 
registrations including the word “plus” which had not 
been referred to as evidence before the Patent Office tribu¬ 
nals and are not now admissible. 

3. The fact that LANOLIN PLUS has been registered 
under forty-eight different State registration laws is en¬ 
tirely immaterial and irrelevant to its registration under 
the Federal Trade-Mark Act of 1905. 

4. Appellee Botany Mills, Inc., has established that it, as 
well as its competitors, would be damaged if registration 
of LANOLIN PLUS, either for face cream or soap, were 
granted. 

ARGUMENT. 

L 

The present proceeding is not in the nature of an appeal, 
but is a de novo proceeding in the nature of an action 
to set aside a judgment. In such a proceeding, the 
findings and decisions of the lower tribunals should 
not be set aside unless clearly erroneous. The inherent 
soundness of these decisions is obvious upon reading 
them. 

As stated by the United States Supreme Court in the 
celebrated case of Morgan v. Daniels, 153 U.S. 120, an R.S. 
4915 proceeding, seeking to compel registration of a trade¬ 
mark, is “something more than a mere appeal.” In the 
same case, the Supreme Court held that Patent Office de¬ 
cisions in contested inter partes cases should not be dis¬ 
turbed unless contradicted by testimony “which in char¬ 
acter and amount carries thorough conviction.” This basic 
principle was recently applied in an R.S. 4915 proceeding 
involving the registration of a trade-mark in the case of 
Safeway Stores, Inc. v. Duwnell, 172 F. 2d 649. The issue 
there before the Court was whether a determination by the 
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Patent Office, to the effect that the word SAFEWAY for 
toilet seat covers was not registrable over the opposition 
of the well-known grocery store chain (Safeway Stores, 
Inc.), should be set aside. In reversing the District Court, 
which had set aside the Commissioner’s ruling, the Court 
of Appeals held that, in the absence of evidence carrying 
“thorough conviction”, the ruling of the Patent Office 
tribunals should stand. 

This is all the more applicable in the present case, in 
which five different tribunals, at different times, have uni¬ 
formly reached the same conclusion that LANOLIN PLUS 
was not a registrable trade-mark under the Act of 1905. 
An adverse decision by this Court at the present time would 
amount to a finding that two Examiners of Interference, 
two Assistant Commissioners, and the District Court all 
had an erroneous conception of the connotation of the 
words LANOLIN PLUS, or the word “lanolin” or “plus” 
alone. 

n. 

The words LANOLIN PLUS are clearly unregistrable under 
the Act of 1905, regardless of the existence of other 
registrations including the word “plus”, which had not 
been referred to as evidence before the Patent Office 
tribunals and are not now admissible. 

It is, of course, not by accident that such uniformity of 
opinion is found among the tribunals below. Such con¬ 
clusion is borne out not only by the evidence, but, we sub¬ 
mit, by plain common sense. Since “lanolin” is admittedly 
a generic term—the applicant himself offered a disclaimer 
with regard to that word alone—it cannot become regis¬ 
trable by merely adding the equally descriptive word 
“plus” thereto. That a generic term does not become reg¬ 
istrable under the Act of 1905 by adding another descrip¬ 
tive word to it has long been established. Thus it was said 
by the Court of Customs and Patent Appeals in In re Midy 
Laboratories, Inc., 104 F. 2d 617: 
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“Obviously, the granting of applicant’s application 
in this case would result in registering, when com¬ 
bined, words non-registrable separately. The combi¬ 
nation of the words in no way changes their signifi¬ 
cance in any trade-mark sense. Each continues to have 
the same meaning that it would have as a separate 
word. ’ ’ 

Certainly the Commissioner was not acting “clearly erron¬ 
eously” when he held that the notation LANOLIN PLUS 

“will be regarded as indicating that the goods contain 
a superior grade of lanolin and are a superior grade 
of lanolin cosmetics, and that as found by the Exam¬ 
iner of Interferences, the mark constitutes a mere 
laudatory expression * * # .” 

It seems obvious that the use of the term LANOLIN, in 
connection with a product admittedly containing lanolin, 
is at least descriptive, if not actually generic, and it cannot 
be appropriated as a trade-mark by adding the word 
“plus” thereto and by claiming, as appellant does, that by 
combining the two words, a valid “suggestive” trade-mark 
is created. 

Nor can appellant’s efforts to call attention to some 129 
different registrations—all containing the word “plus”— 
change this result. As conclusively stated by co-defendant 
Marzall in his trial memorandum in the Court below, these 
other “plus” registrations should be held inadmissible in 
the present proceeding, since they could have been pre¬ 
sented to the Patent Office at the earlier stages of the oppo¬ 
sition proceedings, but were never once relied upon by the 
appellant. As was said by this Court in Knutson et al. v. 
Gallsworthy et al ., 82 U.S. App. D.C. 304, 164 F. 2d 497: 

“The rule is well settled that nevr and additional evi¬ 
dence may be received in a civil action under section 
4915, but it is equally well settled that a party may not 
offer to the court evidence withheld from the Patent 
Office.” 
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But even if such evidence were held admissible, a con¬ 
sideration of these collateral registrations could not pos¬ 
sibly affect the soundness of the prior decisions in the 
present proceeding. Before the Court below, Botany Mills, 
Inc., pointed out that a great number of these collateral 
registrations contain—contrary to the mark here involved 
—additional design features or picture elements which take 
the marks out of the category of merely descriptive terms. 
Moreover, a great number of those registrations disclose, 
in effect, only the word “plus’’ alone or that word in con¬ 
junction with another word which is not as generic as the 
term “lanolin”. Of all the 129 registrations referred to 
by plaintiff, there are not more than four or five which 
bear actual resemblance in construction and meaning to the 
mark here involved and the Courts have frequently said, 
in the past, that where the Patent Office may have erred in 
permitting registration of certain terms, it should not be 
compelled to perpetuate such error once it has been ju¬ 
dicially detected. 

Suffice it to refer to the decision of this Court in the 
case of McGraw-Hill Pub. Co., Inc. v. American Aviation 
Associates, Inc., 73 App. D.C. 131, 117 F. 2d 293, where 
this Court, by holding the word “Aviation” descriptive and 
therefore invalid as a trade-mark for a periodical, com¬ 
pletely reversed a Patent Office practice under which reg¬ 
istration of such descriptive periodical names had been 
permitted. This Court has applied the same test in patent 
cases as well as in trade-mark cases. ( Kaliska v. Coe, 79 
U.S. App. D.C. 378, 147 F. 2d 577.) Indeed, the Court of 
Customs and Patent Appeals went to the extent recently 
of refusing to register the word “Playground” for a maga¬ 
zine under the Act of 1905, although it had been previously 
registered under that Act but the registration had been per¬ 
mitted to lapse. (In re National Recreation Ass f n., Inc., 
181 F. 2d 221. (1950).) It was held that in view of the de¬ 
cision of this Court in the “Aviation” case, the Patent Of¬ 
fice had been too liberal in admitting descriptive names as 
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trade-marks for periodicals and that under the now-pre¬ 
vailing stricter standards, registration should be denied. 

It is thus clear that previous registration of a few some¬ 
what similar terms cannot serve as a precedent to authorize 
registration of the term here under consideration. 

m. 

The fact that LANOLIN PLUS has been registered under 
forty-eight different State registration laws is entirely 
immaterial and irrelevant to its registration under the 
Federal Trade-Mark Act of 1905. 

Little need be said here in answer to appellant’s allega¬ 
tion that the notation LANOLIN PLUS has been regis¬ 
tered in every State of the Union. This Court is well aware 
of the fact that in the great majority of states, registration 
of a trade-mark is almost a ministerial function, that most 
states do not even have an examination system, and, con¬ 
sequently, do not refuse a state registration on the ground 
of descriptiveness. Not even the most recent state regis¬ 
tration law, viz., the Colorado Act of 1951, passed just a 
few months ago, gives any such authority to the Secretary 
of State, who is bound to register any mark no matter how 
descriptive or otherwise objectionable. (Chapter 289, Ses¬ 
sion Laws of Colorado, 1951.) Such marks will remain on 
the register in Colorado until a third party may institute 
cancellation proceedings with regard thereto. No court in 
the country, Federal or State, would uphold the validity 
and protect the term LANOLIN PLUS, merely because 
upon payment of the appropriate fee, such common term 
might have been accepted for registration in a consider¬ 
able number of jurisdictions. 
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IV. 

Appellee Botany Mills, Inc. has established that it, as well 
as its competitors, would be damaged if registration of 
LANOLIN PLUS, either for face cream or soap, were 
granted. 

Finally, appellant denies that Botany’s and other com¬ 
petitors’ rights would be adversely affected if these reg¬ 
istrations were granted. Similar allegations were made 
before the tribunals below, but it has been uniformly held 
that any competitor, who actually uses in his business a 
generic or descriptive word, is not a mere “intermeddler” 
but has a legitimate right recognized by statute to be pro¬ 
tected in the continued free use of such language. Suffice 
it to refer to the leading cases of “Compo” and “En¬ 
semble”, United Shoe Machinery Corp. v. Compo Shoe Ma¬ 
chinery Corp., 56 F. 2d 292 (C.C.P.A. 1932), and Model 
Brassiere Co., Inc. v. Bromley-Shepard Co., Inc., 49 F. 2d 
482 (1931), in which both oppositions 'and cancellations 
were sustained upon allegation and proof that the opposer 
and the petitioner for cancellation had made an extensive 
descriptive use of the term involved. The Court said in 
the “Compo” case: 

“Those who are engaged in trade have the right to 
freely use, in connection with their business, terms 
which describe their goods, and they and their cus¬ 
tomers should not be handicapped in such use by the 
threat of invalid registrations, and those who are so 
engaged are warranted in taking advantage of their 
statutory right to remove such threat 1 at any time’ 
when they are justified in the belief that damage will 
ensue to such business by reason of its natural de¬ 
velopment and expansion being hampered.” 
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CONCLUSION. 

LANOLIN PLUS is the reductio ad dbsurdum in trade¬ 
marks. If snch a mark can be registered for lanolin prod¬ 
ucts, then there is indeed no limit to the registration of 
generic terms. 

It is respectfully submitted that registration was right¬ 
fully denied to LANOLIN PLUS by the Patent Office tri¬ 
bunals, and by the District Court, and that the latter’s de¬ 
cision should be affirmed. 

Respectfully submitted, 

Alfons B. Land a, 

Raymond C. Ctjshwa, 

1000 Vermont Avenue, N.W. 
Washington 5, D. C. 

Clifton Cooper, 

165 Broadway 
New York 6, New York 

Attorneys for Appellee 
Botany Mills, Inc. 
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United States Court of Appeals 

District of Columbia Circuit 


No. 11207 

LANOLIN PLUS COSMETICS, INC., Appellant, 

v. 

JOHN A. MARZALL, Commissioner of Patents, 

Appellee 

AND 

BOTANY MILLS, INC., Appellee 


Appeal from the District Court of the United States for the 

District of Columbia 


REPLY BRIEF FOR APPELLANT. 

Appellee contends on pages 5-7 of its brief that the 
registrations of 129 PLUS trade mark granted to others 
are not admissible in evidence on the ground that they 
were “withheld” from the Patent Office. The registra¬ 
tions are copies of Patent Office records which were ob¬ 
tained directly from the Patent Office itself. 

Appellee has distorted and misapplied a rule of law 
which applies to an entirely different type of case. When 
two persons apply for a patent at the same time, the Pat¬ 
ent Office declares an interference proceeding to determine 
which of the applicants is the prior inventor. The parties 
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present evidence supporting their claims to priority and 
the Patent Office decides the case on the behalf of the evi¬ 
dence presented. 

When a case of that kind reaches the District Court 
under R.S. 4915, the Court will not consider evidence which 
either side has wrongly concealed and withheld from his 
opponent and the Patent Office. Such a rule is sound 
where it is applied to prevent fraud and deception and 
where the evidence is in the sole knowledge and posses¬ 
sion of one of the parties. 

That rule has no application whatsoever in the present 
case. There is no question of priority of invention here. 
The rule has never been applied by any court to a trade 
mark opposition proceeding. The evidence under con¬ 
sideration consists of copies of 129 registrations of trade 
marks granted by the Patent Office. The copies which ap¬ 
pear herein as physical exhibits were ordered and pur¬ 
chased from the Patent Office itself. 

The general rule of law which is applicable herein is 
that the applicant can and should introduce evidence in 
addition to that which was presented in the Patent 
Office proceeding. In the case of Butterworth v. United 
States, 112 U. S. 50, the Supreme Court held with regard 
to Section 4915; 

“It is not a technical appeal from the Patent Office, 
like that created in Section 4911, confined to the case 
as made in the record of that office, but is prepared 
and heard upon all competent evidence adduced and 
upon the whole merits. Such has been the uniform 
and correct practice in the circuit courts.” 
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In the recent case of Sharp v. Coe, 125 Fed. (2d) 185, 
this Court held: 

“The applicant comes into the District Court under 
Rev. Stat. 4915, 35 USCA 63 for an independent 
hearing. He introduced, as he is permitted to do 
under the statute, evidence additional to that offered 
in the Patent Office.” 

It is clear that under the provisions of Section 4915 
as interpreted by the Supreme Court and this Court, 
plaintiff is entitled to be “heard upon all competent evi¬ 
dence adduced and upon the whole merits.” 

Appellant submits that it would be impossible to con¬ 
ceal evidence consisting of the records of the Patent Office 
itself. The exclusion of this evidence on the theory that it 
has been withheld from the Patent Office would be mani¬ 
festly absurd. 

As a matter of fact, appellant did not have this evidence 
in its possession or knowledge at the time of the Patent 
Office proceedings. It was only after appellant’s registra¬ 
tion had been denied by the Commissioner of Patents that 
appellant’s counsel decided to check the Patent Office rec¬ 
ords in order to learn whether the Commissioner’s action 
in this case was consistent with past policy or was dis¬ 
criminatory against appellant 

The search clearly showed discrimination against the 
appellant. Out of 130 applications for registration of trade 
marks of this kind, 129 have been allowed and only ap¬ 
pellant has been denied registration. 
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It is a well established rale of law that the action of an 
administrative officer or tribunal may be reversed by the 
Courts where such action is shown to be either arbitrary 
or discriminatory. All persons are entitled to equal treat¬ 
ment before the law, and this principle applies equally 
well to the Commissioner of Patents. 


The record herein shows on page 19 and in Plaintiff’s 
Exhibit 24 that the following trade marks have been 
granted registration by the Patent Office under the Trade 
Mark Act of February 20, 1905: 


Vitamins Plus 
Aspirin Plus 
Safety Plus 
Sweet Plus 
Mileage Plus 


Oil Plus 
Milk Plus 
Style Plus 
Silk Plus 
Seal Plus 


Appellant challenges appellees to distinguish those 
trade marks from appellant’s LANOLIN PLUS, which 
has been denied registration under the same law. 


Appellee contends on page 7 of its brief that the grant¬ 
ing of such registrations to others was an error and that 
stricter standards now prevail. This is not true. Ap¬ 
pellant submits that the consistent granting of such regis¬ 
trations to all applicants ever since the passage of the 
Trade Mark Act of 1905 constitutes an established policy, 
rather than an isolated error. These registrations have 
been granted one after the other, year after year, and 
none was denied registration prior to that of appellant 


Appellant points out that even today, while its registra¬ 
tion stands refused and while this appeal is pending, the 
Patent Office is granting such a registration to another 
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applicant The Official Gazette of the Patent Office for 
November 6, 1951 shows on page 24 the allowance and 
publication of an application of The Pollack Steel Com¬ 
pany, Serial No. 599,652, for registration of the trade 
mark BOND-PLUS for steel reinforcing bars for nse 
in concrete construction. The word “Bond” has been 
disclaimed, just as applicant has disclaimed the word 
“Lanolin” here. 

The BOND-PLUS application was filed after the new 
Trade Mark Act went into effect but it was not allowed 
under Section 2(f) or under any special provision of the 
Act. The provision against descriptiveness is present in 
the new Act, except for applications under Section 2(f), 
and the Patent Office decided that BOND-PLUS was not 
descriptive and was entitled to registration. 

BOND-PLUS is the same type of trade mark as ap¬ 
pellant’s LANOLIN PLUS. If BOND-PLUS and all the 
other trade marks of this kind are granted registration, 
why is appellant’s LANOLIN PLUS denied registration! 

Appellant further points out that the Patent Office on 
December 25, 1951 allowed and published in the Official 
Gazette an application for registration of the trade mark 
MISTER PLUS for radio broadcasting services by Mu¬ 
tual Broadcasting System, Inc., serial No. 612,467, filed 
April 10, 1951. Thus, the Patent Office is granting regis¬ 
trations of BOND PLUS and MISTE R PLUS while still 
denying registration of LANOLIN PLUS to appellant. 

Appellant believes it to be significant that the Patent 
Office has filed no brief herein and has made no effort 
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to defend its actions before this court. Its silence can be 
construed only as an admission of error. 

The Commissioner of Patents has approved and regis¬ 
tered trade marks like VITAMINS PLUS for vitamins and 
ASPIRIN PLUS for aspirin. These marks contain the 
name of the goods sold by the registrant. Here, appellant 
does not sell lanolin. It sells cosmetics and seeks regis¬ 
tration of the trade mark LANOLIN PLUS, not for lano¬ 
lin, but for cosmetic preparations. Appellant’s trade mark 
LANOLIN PLUS is thus more fanciful and less descrip¬ 
tive than those marks which have previously and consist¬ 
ently been granted registration by the Patent Office. 

In the case of Bechwith v. Commissioner of Patents, 
252 U. S. 538, the Supreme Court said: 

“Of course, refusal to register a mark does not 
prevent a former user from continuing its use, but 
it deprives him of the benefits of the statute, and 
this should not be done if it can be avoided by a fair, 
even liberal, construction of the Act, designed as it 
is to promote the domestic and foreign trade of our 
country.” 

The Supreme Court there further held that “the re¬ 
quirement of the statute that no trade mark shall be re¬ 
fused registration, except in designated cases, is just as 
imperative as the prohibition of the proviso against regis¬ 
tration in cases specified.” 

In this case, both the statute and elementary principles 
of justice and equity require that appellant’s registration 
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be granted. The Patent Office has granted registrations 
of trade marks identical with appellant’s for the past fifty 
years and is even granting them now while this appeal is 
pending. Appellant asks only and submits that it should 
be entitled to equal treatment before the law and equal 
treatment before the Commissioner of Patents. 

Respectfully submitted, 

James R. McKihght, 
Robebt C. Comstock, 
Attorneys for Appellant. 




